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SouTHEASTERN Brewine Company v. W. P. BiackweE Lt, as Secre- 
tary of State of South Carolina, and O_p Soutn Brewinea 
Company, INc. 


United States Circuit Court of Appeals, Fourth Circuit 


December 3, 1936 


TrapeE-Marks—“Oxtp Sourn”—Non-DescriprivEe aNd Non-GEOGRAPHICAL 
TERM. 

The words “Old South” held not to be either descriptive or geograph- 
ical, but rather indicating a period in history, and therefore, capable of 
exclusive appropriation as a trade-mark. 

Trapve-Marks—“O_p SourH”—Apoption. 

Where appellants first used the words “Old South” to indicate beer 
brewed for them, first by the Eastern Beverage Corporation, which 
subsequently assigned to them all its right and title to the trade-marks 
and business good-will, and later brewed said beer in their own brewery, 
advertised and sold it under the said trade-mark in the states of 
Virginia, North Carolina, and South Carolina, held that said appellants 
had acquired an exclusive right and title to the trade-mark. The later 
use, therefore, by appellant company held an infringement, especially 
as the earlier use of the mark by appellants was known to them. 

Trave-Marxs—Trrte—How Acavuimen. 
It is well settled that one need not manufacture goods in order to 
acquire a valid trade-mark. 













In equity. Action for unfair competition and trade-mark in- 
fringement. Appeal from a decision of the United States District 
Court for the Eastern District of South Carolina in favor of plaintiff. 


Affirmed. 


Herbert & Dial, of Columbia, S. C., and Spalding, Sibley, 
Troutman & Brock, of Atlanta, Ga., for the appellant. 

Paul B. Eaton, of Charlotte, N. C., Benet, Shand & McGowan, 
of Columbia, S. C., and Land & Sowers, of Statesville, N. C., 

for the appellees 
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Before Parker, Nortucort and Soper, Circuit Judges. 


Nortucott, C. J.: This is an appeal from a decree entered in 
the District Court of the United States for the Eastern District of 
South Carolina, in a suit in equity in which the appellant, herein 
referred to as the plaintiff sought to enjoin the appellee, Old South 
Brewing Company, from using the name “Old South” in its brewery 
business and the appellee Blackwell as Secretary of State for South 
Carolina from recording the legend “Old South Brew” as _ the 
property of the Old South Brewing Company. 

After the taking of evidence and a hearing before the court 
below, the judge made a full and detailed finding of facts and stated 
his conclusions of law. A decree was entered dismissing the plain 
tiff’s bill, holding the Old South Brewing Company to be the exclu 
sive owner of the trade-mark “Old South Brew” and permanent}; 
enjoining the plaintiff from using the trade-mark “Old South Brew’ 
in the states of Virginia, North Carolina and South Carolina. 

The facts as found by the judge below show that in the summer 
of the year 1933, Ralph Long and J. G. Isenhour, engaged in 
distributing several brands of beer in North Carolina, and in 
August, 1933, conceived the idea of erecting a brewery in North 
Carolina and brought together a group of men whom they interested 
in the project. On September 1, 1933, they selected the name Old 
South Brewing Company, Inc., for the corporation to be organized 
and adopted the name “Old South Brew” as a trade-mark for th: 
product they proposed to manufacture. Until the brewery could b 
erected, Long and Isenhour arranged with the Eastern Beverage 
Corporation of Hammonton, New Jersey, to manufacture a beer for 
their account under the name of “Old South Brew,” to be shipped to 
points in Virginia, North Carolina and South Carolina. The ship 
ment of this beer to customers of Long and Isenhour was begun in 
September, 1933, and various shipments were made to distributors 
selected by Long and Isenhour. This beer was sent out by the dis 


tributors to the retailers in the surrounding territory. These re 
tailers were told that this same beer would eventually be made at 
the Statesville, North Carolina, plant of the Old South Brewing 
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Company. These shipments by the Eastern Beverage Corporation 
continued until May 1, 1934, and no shipments were made by that 
corporation with the label “Old South Brew,” except to the cus- 
tomers of Long and Isenhour. 

In September, 1933, Long and Isenhour and their associates 
contracted to purchase a building in Statesville, North Carolina, to 
be used as a brewery and in October, 1933, the Old South Brewing 
Company, Inc., was chartered by the State of North Carolina. On 
September 15, 1933, the Eastern Beverage Corporation transferred 
and assigned to Long and Isenhour its interests in the trade-mark 
“Old South Brew” and on October 12, 1933, Long and Isenhour as- 
signed the same interest to the Old South Brewing Company, and 
that company contracted for and engaged the services of the same 
brew master who had brewed the beer at Hammonton, New Jersey. 

A meeting of business men of Statesville was held on December 
1, 1933, at which plans for the completion of the proposed brewery 
and the manufacture and sale of beer under the trade-mark “Old 
South Brew” were approved. One W. B. King, manager of the 
plaintiff's Statesville plant, was present at this meeting and the 
plaintiff’s president was in Statesville a few days thereafter. The 
newspapers of Statesville carried news items concerning the pro- 
posed project. 

After Long and Isenhour adopted “Old South Brew” as a 
trade-mark for the product to be manufactured by the Old South 
Brewing Company, Inc., they visited beer distributors and retailers 
in North Carolina, Virginia and South Carolina for the purposes of 
interesting them in the products of Old South Brewing Company, 
Inc., under the trade-mark “Old South Brew,” and made arrange- 
ments with a number of distributors and retailers to handle the 
products as soon as it was put out by the brewery in Statesville. 
“Old South Brew” as a trade-mark for beer and ale to be handled 
by the Old South Brewing Company, Inc., was extensively ad- 
vertised by Long and Isenhour in the three states. On March 
23, 1934, Old South Brewing Company, Inc., sent out a letter to 


the wholesale and retail dealers and distributors of beer in North 
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Carolina, its letterheads showing the trade-mark “Old South Brew, 
and stating its intention to manufacture the beer under that trade 
mark. These letters were sent to plaintiff's distributors and branch 
managers at various points in North Carolina. 

Up to the date of the trial the Old South Brewing: Company, 
Inc., had spent and contracted to spend a substantial amount of 
money in the establishment of its proposed brewery and while ther: 
had been some delay, owing to financial difficulties, it was found by 
the judge below that the project had not been abandoned but would 
be carried through. The Old South Brewing Company, Inc., filed its 
trade-mark “Old South Brew” and received certificates of registra 
tion in the following states and on the following dates: Virginia, 
July 11, 1934; North Carolina, July 25, 1934; Georgia, August 2, 
1934; Florida, August 2, 1934; Tennessee, August 3, 1934; South 
Carolina, September 6, 1934. On June 20, 1934, the company filed 
its trade-mark “Old South Brew” in the United States Patent 
Office in Washington, claiming use since September 1, 1933. 

The plaintiff is a corporation with its principal place of business 
in Chattanooga, Tennessee, and was organized in August, 1933, 
and in April, 1934, began the actual brewing of ale and beer. Th 
plaintiff selected the words “Old South,” as a trade-mark for its 
products in April, 1934, but did not begin its use until June 11, 
1934, when it shipped its product labeled “Old South” into Ten 
nessee, Georgia, North Carolina, South Carolina, Virginia, Florida 
and Alabama. On July 6, 1934, it filed the trade-mark “Old South,” 
in the United States Patent Office in Washington, claiming use 
since June 8, 1934. Plaintiff was notified by counsel for the 
defendant, Old South Brewing Company, Inc., in a letter written 


July 3, 1934, that that company was the owner of the trade-mark, 


but the plaintiff continued to ship its product, into the territory 
mentioned under the label “Old South.’”” These shipments of the 
plaintiff also carried a neck label bearing the legend “Does not 
Contain More Than Ten Percent Alcohol” until sixty days before 
the trial in the court below when the use of this label was discon 
tinued. Plaintiff analysed its own beer and ale and knew that the 
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analysis for beer ran from 2.78 percent to 3.2 percent alcoholic 
content. 

In North Carolina the parent company of the plaintiff maintains 
branch plants in a number of different towns among them being 
Statesville, of which plant W. B. King was the manager. He had 
served in that capacity for a number of years prior to the year 1933. 
King attended the Statesville meeting at which the brewery project 
proposed by Long and Isenhour was discussed. 

Two questions are involved: First, whether the words “Old 
South Brew” are capable of appropriation as a trade-mark or 
whether they are geographical and descriptive and therefore not 
capable of such appropriation. Second, whether the defendant 
Old South Brewing Company, Inc., is the sole owner of the trade- 
mark “Old South” if the words are capable of appropriation as a 
trade-mark. 

As to the first question, the judge below reached the conclusion 
that the words “Old South” or “Old South Brew,” taken together 
do not constitute a term that is geographical or descriptive in its 
meaning but rather indicate a régime or period in history and that, 
therefore, the term is capable of appropriation as a trade-mark. 
In this conclusion we agree. In Reardon Laboratories, Inc. v. 
B. & B. Exterminators, Inc., 71 Fed. (2) 515, will be found a dis- 
cussion, by this court, of this question. There we held that while 
a mere descriptive mark or name could not be appropriated as a 
trade-mark to the exclusion of all others who wish to use the same 
words, yet, if the words are merely suggestive and especially if they 
had acquired, by use, a secondary significance they could be ap- 
propriated by the users to the exclusion of all others. A review of 
the authorities on this point will be found in that case. In Anheuser- 
Busch, Inc. v. Budweiser Malt Products Corporation, 295 Fed. 306 
[13 T.-M. Rep. 193], it was held that the word ‘Budweiser,’ 
though geographical in origin, was nevertheless entitled to protec- 
tion, because it had acquired a secondary meaning. Here the words 
“Old South Brew” had been used by the Old South Brewing Com- 


pany, Inc., and its assignors Long and Isenhour to the extent that 
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it had acquired a secondary significance in the territory in which 
they were operating. In Coca-Cola Company v. Koke Company of 
America, 254 U. S. 143 [6 T.-M. Rep. 349], it was held that a 
secondary meaning of a trade-mark may be acquired by long use, 
so as to entitle it to protection in equity against infringement, what- 
ever may have been the original weakness of such trade-mark. In 
Hamilton-Brown Shoe Company v. Wolf Brothers & Company, 
240 U. S. 251 [6 T.-M. Rep. 169], the Supreme Court upheld as a 
valid trade-mark the words “The American Girl” as applied to shoes. 

On the second question we also concur in the conclusion reached 
by the judge below that the defendant Old South Brewing Com 
pany, Inc., is the sole owner of the trade-mark “Old South” and 
as such is entitled to the protection of a court of equity in its use in 
the territory mentioned, the States of Virginia, North Carolina and 
South Carolina. 

It is a well settled principle that there can be no property in a 
trade-mark apart from a business or trade; that there is no such 
thing as property in a trade-mark of itself and that it cannot be 
assigned in gross. It is contended on behalf of the plaintiff that 
Long and Isenhour had no such business as would give them prop 
erty in the trade-mark “Old South.” We do not wish in any way 
to controvert this recognized principle, but do not think it applies 
to the facts here proven. 

Long and Isenhour conceived the idea of using the words “Old 
South” as a trade-mark designating a certain beer; they arranged 
with the Eastern Beverage Corporation to manufacture and ship 
the beer under that trade-mark pending the completion of their 
brewery plant at Statesville; they advertised that particular brand 
of beer and had it shipped on their order; the New Jersey brewery 
assigned to them all of its rights in the trade-mark and they in turn 
assigned the rights to Old South Brewing Company, Inc., one of 
the defendants. The plaintiff must necessarily have known of the 
selection and use of the trade-mark, the shipment of the beer and 
unquestionably knew of the proposed Statesville brewery for the 
manufacture and sale of beer under this trade-mark; the same brew 
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master, that brewed the beer at the plant of the Eastern Beverage 
Corporation, was engaged to brew the same quality of beer at the 
proposed Statesville brewery. All these circumstances lead us to the 
conclusion that Old South Brewing Company, Inc., had acquired a 
property right in the trade-mark entitled to the protection of a 
court of equity. In American Steel Foundries v. Robertson, Com- 
missioners, et al., 269 U. S. 372 [13 T.-M. Rep. 289], Mr. Justice 
Sutherland said: 

The general doctrine is that equity not only will enjoin the appropria- 
tion and use of a trade-mark or trade-name where it is completely identical 
with the name of the corporation, but will enjoin such appropriation and 
use where the resemblance is so close as to be likely to produce confusion 


as to such identity, to the injury of the corporation to which the name 
belongs. 


It is well settled that one need not himself manufacture goods 
in order to acquire a valid mark. Menendez v. Holt, 128 U.S. 514; 
Levy v. Waitt, 56 Fed. 106; Alfred H. Smith Company v. Hughes, 
205 F. 302 [4 T.-M. Rep. 455] ; Michigan Condensed Milk Company 
v. Kenneweg Company, 30 App. D. C. 491; Nelson v. Winchell, 203 
Mass. 75, 63 C. J. 335, 336. 

This has been held to be the case even though the name of the 
real manufacturer is used as a part of the device. McLean v. Flem- 
ing, 96 U. S. 245; Walton v. Crowley, 3 Blatch. 440; Emerson v. 
Badger, 101 Mass. 82. 

It has been held to be sufficient, as regards the claim of owner- 
ship in the trade-mark, that the goods are manufactured for the 
claimant or that they pass through his hands in the course of trade, 
and that he gives to them the benefits of his reputation or his name 
and business style. Nelson v. Winchell, supra; Coca-Cola Company 
v. State of Texas, 225 S. W. 791 [11 T.-M. Rep. 63]; Alfred H. 
Smith Company v. Hughes, supra; Chas. Broadway Rouss, Inc. v. 
Winchester Company, 300 Fed. 706 [14 T.-M. Rep. 159]. 

There is unquestionably some conflict of authorities on this 
latter point but we are of the opinion, as stated above, that the 
circumstances here are such as to give the defendant, Old South 


Brewing Company, Inc., the right to the trade-mark in question. 
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The contention raised on behalf of the plaintiff that the trade- 
mark had been abandoned is not sustained by the evidence and the 
judge below found against it. 

To establish abandonment of a trade-mark as a defense, it is essential 
to show, not only acts indicating a practical abandonment, but an intent to 
abandon. Wallace & Co. v. Repetti, Inc., 266 Fed. 307 [10 T.-M. Rep. 263] ; 
see also Neiman v. Plough Chemical Company, 22 F. (2) 73; U. S. C. A. 
Title 15, Chapter 3, Section 85, pages 109-11; Gold Seal Associates, Inc. v. 


Gold Seal Associates, Inc., 56 Fed. (2) 452; Sarlehner v. Eisner & Mendel- 
son Company, 179 U. S. 19. 


Acts indicating abandonment or the intent to abandon are not 
proven here. 

The plaintiff deliberately adopted the trade-mark knowing of 
its prior use and its conduct throughout the whole transaction is 
not such conduct as would make a strong appeal to the conscience 
of a chancellor. 

The decree of the court below is affirmed. 


Soper, C. J., dissenting: In United Drug Co. v. Rectanus Co., 
248 U. S. 90, 97 [9 T.-M. Rep. 1], it was held that a trade-mark 
right is not a right in gross or at large, like a statutory copyright 
or a patent for an invention, to either of which, in truth, it has little 
or no analogy. The court said: “There is no such thing as prop- 
erty in a trade-mark except as a right appurtenant to an established 
business or trade in connection with which the mark is employed. 
The law of trade-marks is but a part of the broader law of unfair 
competition; the right to a particular mark grows out of its use, not 
its mere adoption; its function is simply to designate the goods as the 
product of a particular trader and to protect his good-will against 
the sale of another’s product as his; and it is not the subject of 
property except in connection with an existing business. Hanover 
Milling Co. v. Metcalf, 240 U.S. 403, 412-414” [6 T.-M. Rep. 149]. 


(Italics inserted.) See also American Foundries v. Robertson, 


supra, 

Long and Isenhour and Old South Brewing Company, Inc., the 
corporation which they formed, are attempting in this case to 
establish title to the name “Old South Brew,” not through its use 
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in connection with an existing business of their own, but through 
its mere adoption as a trade-mark to be hereafter used in a business 
which they hope and intend to found, but so far have not yet begun. 
The undisputed evidence is that during the period from September, 
1933 to May, 1934 in which beer was sold as “Old South Brew” by 
the Eastern Beverage Corporation, they neither manufactured, 
bought, sold or owned any beer; and these facts must be borne in 
mind in order not to misunderstand allusions in the statement of 
the case to the manufacture of beer for their account or the ship- 
ment of beer to their customers. They had in fact no beer business. 
They did persuade the Eastern Beverage Corporation to ship beer 
of its manufacture under the label “Old South Brew” and they did 
aid that company in securing customers; but the beer was marked 
with the name of the Eastern Beverage Corporation, and not with 
the names of Long and Isenhour (or the name of their corporation), 
and the buyers were the customers of the former corporation and 
not of the latter. At the outset they received two small payments 
for their services, but this practice was speedily abandoned because 
competition made the expense too great for the Eastern Beverage 
Corporation to stand, and thereafter they received no compensation 
whatsoever, and orders for the goods were sent directly from the 
distributors to the Beverage Corporation. Their only connection 
with an established as distinguished from a prospective business was 
in the character of salesmen serving for a brief period without pay. 
The helpful discussion of Judge Hough in Baldwin v. R. S. Howard 
Co., 233 F. 439, affirmed 238 F. 154 [6 T.-M. Rep. 535], demon- 
strates that a salesman does not acquire property in a trade-mark 
in this manner. 

It is not contended that Long and Isenhour gained title to the 
trade-mark throngh the assignment from the Eastern Beverage Cor- 
poration made at the beginning of the period. The assignment 
amounted to nothing more than a declaration of non-ownership on 
the part of the corporation, for a trade-mark cannot be assigned 
except in connection with an assignment of the business in which it 


has been used. It cannot be assigned in gross. Brown Chemical Co. 
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v. Meyer, 139 U. S. 540; Belden v. Zophar Mills, 34 F. (2d) 125. 

It is suggested, however, that it is enough to support a claim of 
ownership in a trade-mark that the goods upon which it is used 
are manufactured for the claimant, or “that they pass through his 
hands in the course of trade and that he gives to them the benefit of 
his reputation and name or business style.’”’ This statement is true 
if the words are spoken of a claimant who has an established busi 
ness; for example, it was shown in Nelson v. Winchell & Co., 205 
Mass. 75, 82, from which the quotation is taken, that the goods wer« 
manufactured specially for the claimant and in accordance with his 
directions; that he himself was responsible to purchasers, dictated 
the stock to be used and the manner of manufacture, and went to 
the factory to see that his ideas were carried out. Something less 
than this will doubtless be sufficient, but at least the claimant must 
be so connected in a responsible capacity with the manufacture or 
distribution of the goods in an established business that the trade 
mark may perform its legitimate function to designate the goods of 
a particular trader. In the pending case, the trade-mark indicated 
the goods of Eastern Beverage Corporation; and the goods them 
selves did not pass through the hands of Long and Isenhour in any 
capacity whatsoever. It is noteworthy that in all of the cited cases 
in which the trade-mark was sustained as having been used in con 
nection with a distributing business, the goods passed through the 
hands of the claimant as the owner thereof. 

In June, 1934, after the shipment of Old South Brew by the 
Eastern Beverage Company had ceased, the Southeastern Brewing 
Company began to use the name on its product, although it knew 
from the public announcements of Long and Isenhour that they 
intended to use it in the business of the Old South Brewing Company, 
Inc. when its new brewery should be built; and it is suggested 
that such conduct should be condemned. With this suggestion there 
is complete accord, but every act of business cunning is not jus 
tifiable in the courts. The case should turn upon the inquiry whether 
the Old South Brewing Company, Inc. has gone far enough to gain 
an exclusive legal right which it is entitled to protect; and it is 
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submitted that the effort and expense attendant upon the selection of 
the name and the advertisement of its intended use in a future 
business did not create a title that could be judicially enforced. 
Quite the contrary was held in Marwell v. Hogg, L. R. 2 Ch. 307, 
in which the plaintiff conceived a name for a new magazine and 
incurred considerable expense in advertising it and in preparing for 
publication. Before publication the defendant, knowing of this, 
hastily brought out a magazine of his own under the same name. 
It was decided that prior to actual publication, the plaintiff acquired 
no property in the name and hence could not restrain its use by his 
competitor. The court said (311): 


That expenditure upon a work not given to the world can create, as 
against the world, an exclusive right to carry on a work of this nature, 
seems to me a proposition quite incapable of being maintained. It never, 
so far as I am aware, has been thought that any such equity exists. Then, 
if the expenditure alone will not confer such a right, will the advertisements 
do so? Such an advertisement is nothing more than an announcement of an 
intention on the part of the plaintiff to publish in the month of October 
following a work under a given title. Can that be considered as constitut- 
ing in him an equitable title, or any title, to the name under which that 
work is to be published? If it is to be considered as doing so, the con- 
sequence will be that, without having made any new publication at all, he 
might come to this court saying: “I have advertised my intention to publish 
in October a given work under a given title, and nobody else shall publish 
a work under that title until I have had an opportunity of bringing my 
work before the public.” He does not by his advertisements come under 
any obligation to the public to publish the work, and therefore the effect of 
holding the advertisements to give him a title would be that, without having 
given any undertaking or done anything in favor of the public, he would be 
acquiring a right against every member of the public to prevent their 
doing that which he himself is under no obligation to do, and may never do. 


Cur. Hansen’s Lasporartory, Inc. v. JELKwik Foop Propucts Corp. 
(12 N. S. 296) 


United States District Court, Southern District of New York 


March 28, 1935 


Trape-Marxs—Unrain Competirion—Use or Simran Trape-MarKk—Form 
or Decree. 
Plaintiff, for many years a manufacturer of a dessert powder called 
“Junket,” held entitled to an injunction pendente lite restraining defend- 
ant from marking its similar powder “Junketing Powder.” Defendant, 
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however, was permitted to state on its labels that its powder could be 

used in making “junket.” 

In equity. Action for unfair competition in the use of similar 
trade-mark. Injunction granted. 


H. Maurice Darling, and W. S. Orton, both of New York City 
(H. H. Snelling, of Washington, D. C., of counsel), for 
the motion. 

Rosborne & Rosborne, of New York City, opposed. 


Knox, D. J.: Upon reconsideration of the facts presented in 
the record now before me, I have concluded to restrain defendant 
from marketing and marking its rennet powder under the name of 
“Junketing Powder.” It may, nevertheless, market the product 
under the name “Jelkwik Powder,’ or some similar designation. 
Such marking may be accompanied by a statement, in smaller and 
relatively inconspicuous type, that the powder is capable of use “‘for 
making junket.” 

Notwithstanding arguments to the contrary, I still doubt, most 
seriously, if complainant should have injunctive relief in excess of 
that which was afforded by Judge Lacombe in the case of Hansen 
v. Siegel-Cooper Co., et al. (C. C.) 106 F. 690. 

There can be little doubt, however, that complainant is entitled, 
pending trial, to the full sweep of Judge Lacombe’s ruling. De- 
fendant’s financial resources are slight. Its business in rennet 
powder is small, and little harm can accrue to it by reason of the 
restraint to be imposed. But, if defendant be permitted to continue 
to describe its rennet as “Junketing Powder,’ the possibilities of 
substantial injury to complainant are obvious. 


Restraint as indicated may issue upon the filing of an injunction 
bond in the sum of $3,000. 


—- 
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PENNSYLVANIA PeTRoLEUM CompPaANy V. THE PENNzoIL CoMPANY 


United States Court of Customs and Patents Appeals 
Canc. No. 2025 
November 25, 1935 


Trape-Marks—“PencoiL” anp “Pennzort”—ConrFriictInc Marks. 

The word “Pencoil” held to be confusingly similar to “Pennzoil,” both 

being used as trade-marks on lubricating oil. 
['rapE-Marks—CaNCELLATION—LACHES. 

The fact that appellee knowingly permitted appellant to use its 
mark in a restricted area for a long time, held not to constitute laches 
such as to be a defense in a cancellation proceeding. 

‘TrapE-Marks—CaNCELLATION——-BEARING OF Decisions UNpER THE CoMMON 
Law. 

Decisions of federal courts in cases parallel with that at issue, giving 
a later user the right to use its mark in a restricted area, held to have 
no application to cancellation proceedings in the Patent Office. 


On appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s deci- 
sion, see 24 T.-M. Rep. 184. 


Parkinson & Lane, Wallace R. Lane, George R. Mangle, all of 
Chicago, Illinois, for appellant. 

William S. Hodges, and Joseph W. Milburn, both of Washington, 
D. C. and John S. Powers of Buffalo, N. Y., for appellee. 


GrauaM, P. J.: On October 15, 1929, The Pennzoil Company, a 
corporation organized under the laws of the State of California, and 
having its principal place of business at Los Angeles, filed its peti- 
tion in the United States Patent Office for cancellation of the 
appellant’s trade-mark, under section 13 of the Trade-Mark Act of 
February 20, 1905, as amended. U. S. Code, title 15, section 122. 


The mark sought to be cancelled was the word ‘“‘Pencoil,”” which was 


1 
I 
t 


duly registered by the appellant, Pennsylvania Petroleum Company, 
of Kansas City, Missouri, on August 21, 1923, No. 172,050, on an 
application filed August 19, 1921. 





The said registration application recited that the appellant had 


adopted and used the said trade-mark for motor lubricating oil 
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continuously since about May 15, 1921. The petitioner alleged, 
as grounds for cancellation, that it had been originally incorporated 
under the laws of the State of California, in October, 1913, as 
Panama Lubricants Company, and that its name had been changed 
in September, 1921, to The Pennzoil Company; that it had been 
engaged, from its inception, in the manufacture and sale of motor 
lubricating oils and other hydrocarbon products; that on or about 
December 28, 1915, it had adopted the word “Pennzoil” as a trade 
mark for lubricants, since which time the said trade-mark has been 
continuously used upon motor lubricating oils and greases, and 
other hydrocarbon products sold in interstate commerce ; that, on the 
first day of August, 1916, certificate of registration No. 111,759 was 
issued by the United States Patent Office to appellee’s predecessor 
in title for its said trade-mark “Pennzoil,” as used for and upon 
motor lubricants; that the petitioner is now the owner of said 
registration and trade-mark, and has been continuously engaged in 
the sale of motor lubricants under said marks since said registration, 
and has not abandoned the said mark; that great sums of mone} 
have been expended by the petitioner for advertising its said mark 
and oil; that it has been, and is being, greatly damaged by the said 
registration No. 172,050, hereinbefore mentioned, to wit, the regis 
tration to the appellant, on August 21, 1923, of the alleged trade 
mark ‘“Pencoil.” 

In connection with its proof, the petitioner has caused to be in- 
serted in the record two trade-mark registrations, one to the Panama 
Lubricants Company, consisting of the word “Pennzoil,” registered 
August 1, 1916, on an application filed January 12, 1916, for use 
on lubricants in Class No. 15, Oils and Greases, and a registration 
issued to The Pennzoil Company on October 23, 1928, consisting of 
the word “Pennzoil” superimposed upon a representation of a bell, 
alluded to in the record as a Liberty Bell, which said trade-mark 


was used upon motor fuel oils and lubricating oils and greases, and 


which it was alleged had been used continuously since December 
28, 1915. 


i 
: 








LT 
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CO. V. PENNZOIL Co. 

In its answer to the petition for cancellation, the respondent 
denied damage generally, denied identity or confusing similarity of 
the marks “Pencoil” and “Pennzoil’’ and denied confusion as to 
origin caused by the use of said marks. It also denied any knowl- 
edge of the use by the petitioner of the trade-mark “Pennzoil” at 
the time respondent adopted its mark “‘Pencoil,’ alleged that both 
the marks “Pencoil’” and “Pennzoil” included words of geographic 
and descriptive significance which all dealers might use alike, and 
further alleged that the petitioner had known, for many years, of 
the respondent’s use of its trade-mark ‘“Pencoil” and permitted it 
to use large sums of money in advertising, was informed of its 
registration of its mark, and made no protest against the same, and 
by it acquiescence had lost any right it had, because of laches, to 
maintain this action for cancellation. As to the prior use by peti- 
tioner of its mark “Pennzoil,” the respondent prayed proof and 
denied knowledge. 

It seems fully established by the record that the petitioner and 
its predecessor in title, Panama Lubricants Company, has been 
using the name “‘Pennzoil” upon motor lubricants since shortly after 
the date of its first registration on August 1, 1916, in interstate 
commerce, and was using the same at the time of said registration, 
ind that it was, at that time, and has continued to be, the owner of 
said mark. 

On the part of the appellant, it is claimed that use of its mark 
‘Pencoil” upon the same class of materials began in Kansas City 
and the surrounding territory in 1918, and that since that time the 
use of its mark has been gradually extended through the territory 
comprising the States of Wisconsin, Illinois, Iowa, Arkansas, South 
Dakota, Nebraska, Kansas, Oklahoma, Texas, Wyoming, Colorado, 
Utah, and New Mexico. We find no testimony in the record to 
conflict with the claim made by the petitioner for cancellation that 
it was using its mark “Pennzoil” on motor lubricants prior to any 
date on which the appellant was using its mark “Pencoil” upon 


similar products. 
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The Examiner of Interferences held that the respondent had 
failed to establish any use of its mark earlier than the date alleged 
in its registration, namely, May 15, 1921; that the words “Pennzoil” 
and ‘“‘Pencoil’”’ are confusingly similar; that the registration of the 
Liberty Bell in connection with this mark does not substantially 
lessen the likelihood of confusion; that registrations alleged by the 
respondent of marks issued to third persons, said to contain certain 
of the features common to the involved marks, could not be con 
sidered ; that the rights of an earlier user of a registered trade-mark, 
under the Trade-Mark Act of February 20, 1905, are not adversely 
affected by a later use of a similar mark by another in an entirely 
different section of the country; and that the petitioner was not 
barred from asserting his rights by reason of laches or delay. Ac 
cordingly, the Examiner of Interferences sustained the petition for 
cancellation. 

The Commissioner, on appeal, followed the reasoning of the 
Examiner, in the main, and affirmed the same. In addition to th 
suggestions made by the Examiner, the Commissioner passed upon 
one contention, namely, that inasmuch as this petition was filed in 
the Patent Office on the same day that an equity suit was initiated 
in the United States District Court, in the Western District of the 
Western Division of Missouri, proceedings in the Patent Office 
should be suspended until the equity proceeding might be heard. 
The Commissioner was of opinion that this claim was not properly 
made, and that the Patent Office might and should proceed to a con 
clusion of the cancellation proceeding. The Commissioner also held, 
in answer to the argument of the respondent, that any person who 
deems himself injured has the right to file a petition for cancellation. 
This point is not pressed by appellant here. 


The respondent appeals, and here urges some of the questions 
which have been determined below. We understand, from the 
record and briefs of counsel, that it is practically conceded that the 
appellee, The Pennzoil Company, was first in the field, and that its 
name “Pennzoil” had been registered as a trade-mark, and had been 


used in interstate commerce upon motor lubricants long prior to 
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the entrance of the appellant into the field, with its mark “Pencoil.” 
Neither is it denied that the goods are of the same descriptive prop- 
erties. Therefore, the first question for determination is, are the 
marks ‘“‘Pencoil” and “Pennzoil” confusingly similar, when applied 
to the same products? 

Of this we can have no doubt. While the words are spelled 
somewhat differently, one using a “c’’ and the other a “z,” they 
may be, and doubtless are, often pronounced the same. They must 
be considered to be confusingly similar in appearance. As we have 
said in a recent case, Derby Oil Co. v. White Star Refining Co., 20 
C. C. P. A. (Patents) 816, 62 F. (2d) 984 [23 T.-M. Rep. 102]: 

. . . We may take judicial knowledge that, in our day, the goods of 
appellant and appellee are retailed, almost exclusively, at service and filling 
stations. Modern traffic moves rapidly. The customer desiring to purchase 
these goods is attracted to symbols or signs on service stations and pumps, 
which he has associated with the goods he ordinarily buys. A white star 
upon the target of a pump, or upon a service station, will attract his atten- 
tion, and, in our judgment, a lettered monogram upon its face, or the 
nature of its background, will not distinguish it sufficiently to prevent mis- 
takes and confusion. .. . 

The presence of a representation of a bell upon one of the marks 
does not alter this conclusion. The word is the dominant feature of 
the mark. 

We agree, therefore, with the tribunals of the Patent Office that 
the marks were and are confusingly similar. 

At the time the predecessor in title of the appellee presented its 
mark “Pennzoil,” on January 12, 1916, and at the time it obtained 
registration on August 1, 1916, it was using said mark as a mark for 
motor lubricants, and was the undoubted owner of that mark. The 
appellant had not then entered the field with its mark. The appel- 
lee was, therefore, entitled to registration, under the law, and its 
trade-mark carried with it a monopoly, so far as it goes, no less 
complete than does a patent. United Shoe Mach. Corp. v. Compo 
Shoe Mach. Corp. et al., 19 C. C. P. A. [22 T.-M. Rep. 160] 
(Patents) 1009, 56 F. (2d) 292. The mark not having been 
abandoned, and having been in continuous use, was still valid and in 
full effect when the appellant entered the field. Therefore, if the 


marks of appellant and the appellee are confusingly similar, and 
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applied to goods of the same descriptive properties, the appellant 
was not entitled to registration of its mark “Pencoil” under th: 
provision of section 5 of said Trade-Mark Act of February 20, 1905, 
as amended. 

The proceeding which is now before us is not a proceeding seek 
ing to deprive the appellant of the right to use his trade-mark. It is 
a statutory proceeding to cancel a trade-mark registration which 
carried with it the prima facie presumption of the exclusive right to 
use the trade-mark which had been registered. Our decision, and th 
decision of the Patent Office, goes no further than to determine that 
matter. Such common law rights as the appellant has to use its 
mark in the limited territory which it now claims, is a matter for 
another forum and is not within our jurisdiction here. The statute, 
section 13, supra, permits the cancellation of a registration when th« 
same was improperly granted, and when it appears that the peti 
tioner is a person injured by the said registration. 

If it be conceded that this record shows that the appellant, not 
knowing of appellee’s registration, registered its mark and built up 
a trade for itself of goods bearing this mark, in a limited territory 
prior to the entrance of the appellee thereinto, we are unable to dis 
cern wherein such fact is of importance in this proceeding. There 
may be equities arising under the common law rights of the parties, 
or under other facts showing laches, or establishing estoppel, which 
would move a court of equity to prevent the entrance of the appellee 
into appellant’s chosen field. If so, these equities are not important 
in this strictly statutory proceeding. It is sufficiently apparent 
that the registration of appellant’s mark “Pencoil” ought to be 
cancelled, because of the matters suggested above. The appellee 
calls attention to the cases of Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403 [6 T.-M. Rep. 149], and United Drug Co. v. Theo- 
dore Rectanus Co., 248 U. S. 90 [9 T.-M. Rep. 1], as authority 
for its contention that appellant should be permitted to continue 
its use of its mark in a limited area, and as a reason why its 
registered mark should not be cancelled. In both these cases cited, 
the questions decided were under the common law, and in both cases 
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it was noted that there were no registrations under the Trade-Mark 
Act of February 20, 1905, as amended, which could be considered 
as elements in the case. 

That such authorities are not ruling in proceedings such as the 
one now before us, is well pointed out by the Court of Appeals of 
the District of Columbia in two cases, Ball § Gunning Milling Co. 
v. Mammoth Springs Milling Co., 48 App. D. C. 243 [9 T.-M. 
Rep. 73], and in H. Kuhn & Sons v. Letts, 52 App. D. C. 238 [10 
T.-M. Rep. 381]. It seems unnecessary to further comment on these 
two cases, as they fully answer the contentions made by appellant 
here, in this respect. This distinction between proceedings under 
the statute in trade-mark registration and cancellation proceedings, 
and those under the common law, should be constantly had in mind. 
Skookum Packers Ass’n v. Pacific Northwest Canning Co., 18 C. C. 
P. A. (Patents) 792, 45 F. (2d) 912 [23 T.-M. Rep. 121]; Heger 
Products Co. v. Polk Miller Prod. Corp., 18 C. C. P. A. (Patents) 
1106, 47 F. (2d) 966 [21 T.-M. Rep. 180]; California Packing 
Corp. v. Tillman & Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 
1056, 40 F. (2d) 108. 

The delay of the appellee in asserting its alleged rights is said 
to constitute laches and to create a perfect defense against this 
petition. It is argued that the appellee knowingly permitted the 
appellant to use its mark in its restricted area for a long period of 
time, without objection. Such claimed laches has been held by us 
in several cases to be unavailable as a defense in cancellation pro- 
ceedings in the Patent Office. Cluett, Peabody & Co. (Inc.) v. 
Samuel Hartogensis, 17 C. C. P. A. (Patents) 1166, 41 F. (2d) 94 
[20 T.-M. Rep. 452]; Cluett, Peabody § Co. (Inc.) v. Denver M. 
Wright, 18 C. C. P. A. (Patents) 937, 46 F. (2d) 711 [21 T.-M. 
Rep. 130]; The Procter & Gamble Co. v. J. L. Prescott Co., 22 
C.C. P. A. (Patents) 1173, 77 F. (2d) 98 [21 T.-M. Rep. 314]; 
Heger Products Co. v. Polk Miller Prod. Corp., supra. 

It is well settled that prior registrations by other parties will 
not be considered as a defense in such proceedings. Federal Mill & 
Elevator Co., Inc. v. Pillsbury Flour Mills Co., 18 C. C. P. A. 
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(Patents) 1353, 49 F. (2d) 1042 [21 T.-M. Rep. 341]; Weyen 
berg Shoe Mfg. Co. v. Hood Rubber Co., 18 C. C. P. A. (Patents) 
1449, 49 F. (2d) 1046 [21 T.-M. Rep. 323]; The Celotex Co. v. 
Millington, 18 C. C. P. A. (Patents) 1484, 49 F. (2d) 1053 [21 
T.-M. Rep. 402; Sharp & Dohme v. Parke, Davis & Co., 17 C. C. 
P. A. (Patents) 842, 37 F. (2d) 960 [20 T.-M. Rep. 79]. 

We are of opinion that the decision of the Commissioner of 
Patents is without error, and it is affirmed. 


In THE MATTER OF THE APPLICATION OF EastMAN Kopak ComMPANy 
United States Court of Customs and Patent Appeals 
Ser. No. 337,738 
November 25, 1935 


Trape-Marks—RecisTraBinity—“Twtnpar” ror PHorocrapuic Lenses 
AFFIxaTIon To Goons. 

In an application to register the word “Twindar” as a trade-mark for 
photographic lenses, registration was refused on the ground that the 
mark was not “applied or affixed to the goods,” as required by Sec. 29 
of the Act of 1905, but to a metal plate on the front of the camera. 

On appeal from a decision of the Commissioner of Patents, refus 
ing to register a trade-mark. For the Commissioner’s decision, see 


24 T.-M. Rep. 382. 


Newton M. Perrins and George A. Gillette, Jr., both of Roches 
ter, N. Y., for appellant. 

R. F. Whitehead, and Howard S. Miller, both of Washington, 
D. C., for Commissioner of Patents. 


GranuaM, P. J.: The Appellant, Eastman Kodak Company, 
made application in the United States Patent Office for registration 


of its trade-mark ““T'windar’’ for photographic lenses on May 12, 
1933. The application recites that the applicant has adopted and 
used the trade-mark shown in the accompanying drawing “for Photo- 


graphic Lens, in Class 26.’’ The application further states: “The 
trade-mark is applied by being etched on a metal plate on the camera 
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carrying the lens.’’ Both tribunals in the Patent Office denied regis- 
tration, both holding that no trade-mark use of the word “Twindar’’ 
upon the lens by the appellant had been shown. The appellant ap- 
peals, contending that this holding was erroneous, and that the use 
of the word, as the same was practiced by the appellant, was a trade- 
mark use of the same within the meaning of the statutory provisions. 
Section 1 of the Trade-Mark Act of February 20, 1905, as 
amended, U. S. Code, title 16, section 81, states that, in making ap- 
plication for the registration of a trade-mark, the owner shall, 
among other things, give “a statement of the mode in which the 
same is applied and affixed to goods, and the length of time during 
which the trade-mark has been used; .... In section 29 of said 
act, U. S. Code, title 15, section 108, it is provided: 
Sec. 29. That in construing this act the following rules must be observed, 
except where the contrary intent is plainly apparent from the context 
a trade-mark shall be deemed to be “affixed” to an article 
when it is placed in any manner in or upon either the article itself or the 
receptacle or package or upon the envelope or other thing in, by, or with 


which the goods are packed or inclosed or otherwise prepared for sale or 
distribution. 


Samples were before the court, showing the method of affixing 


the trade-mark. This method is illustrated below: 


In our opinion, no trade-mark use within the provisions of the 
law above quoted has been shown, which would entitle the appellant 
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to registration of his said mark. The name ‘“Twindar” has not been 
used upon the lens itself, which is “the goods’ to which the mark 
should have been “affixed.’””’ Whether the glass lens be considered 
as the goods, or the glass lens with its mounting, which might be 
commercially known as the lens, is immaterial, for the name was not 
affixed to either, but to a plate of metal on the front of the camera, 
and which composed part of the camera. 


29> 66 


The words “receptacle,” “package,” and “envelope” are thus 


defined by Webster’s New International Dictionary, 1932: 
Receptacle, 1. That which serves, or is used, for receiving and contain- 
ing something; a repository. 
Package, 5. That in which anything is packed; a box, case, barrel, 
crate, etc., in which goods are packed. 

Envelope, 1. That which envelopes; a wrapper; an inclosing cover; esp., 
the cover or wrapper of a document, as of a letter. 

The statute gives to the user of a trade-mark his choice, as a 
condition of registration, to either use the trade-mark upon the 
article itself, or to place it upon the receptacle, package, envelope, 
or other thing in, by, or with which the article is prepared for sale 
or distribution. It cannot properly be contended that the camera, 
of which this lens was a part, constituted the receptacle, or package, 
or envelope, or other thing in, by, or with which the lens was packed 
or inclosed, or otherwise prepared for sale or distribution. 

It is true that the lens was prepared for sale or distribution with 
the other parts of the camera, but the camera constituted no part of 
the inclosure of the lens any more than a house may be considered to 
be the receptacle, or package, or envelope, in which the windows 
and doors of the house are enclosed. 

It is argued that the placing of the mark in the case at bar was 
in conformity with that portion of said section 29, reading: 
‘“.,.. placed in any manner in or upon.... the... . other thing 

. with which the goods are packed or inclosed or otherwise 
prepared for sale or distribution.” 


We are not in harmony with this view. If, for instance, the 
“goods” upon which the registration of a trade-mark was sought was 
a rubber eraser, it would hardly seem enough to put the trade-mark 
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upon the pencil to which it was attached, and with which it was 
sold. In such a case, the observer would have difficulty in knowing 
whether the trade-mark was that of the pencil or the eraser. The 
office of a trade-mark is to indicate or designate the origin of the 
goods to which the mark is to be applied. Elgin Nat. Watch Co. v. 
Illinois Watch Case Co., 179 U.S. 665. 

In our opinion, the language of the section quoted above may 
refer to such objects as the papers containing needles or pins, or 
the cards upon which such objects as buttons or some kinds of 
jewelry are mounted, and others of the same class, but certainly 
can not be held to include the camera here involved. 

Some discussion has arisen in the case as to the possible appli- 
cation of the provision of the patent act, section 4900, R. S., U. S. 
Code, title 35, section 49, to the affixing of the trade-mark under 
the said trade-mark act. We are unable to see wherein any ap- 
plication of said patent act is permissible here. The acts are 
independent, and the provisions of one cannot be applied in ad- 
ministering the other, except where the statute, by terms, so directs. 

Without approving all that is said by the Commissioner in his 
decision, we are of opinion that registration of this trade-mark was 
properly denied. The decision of the Commissioner of Patents is 


affirmed. 


A. F. Part, Inc. v. Ropert J. Sormani 
United States Court of Customs and Patent Appeals 
Opposition No. 12,696 
December 2, 1935 


‘TrapE-Marxs—Opposition—“Omy” anno “Omy” Wrirn Turee Human Heaps 
—ConFruictinc Marks. 

A trade-mark consisting of the word “Omy” held to be confusingly 
similar to a mark consisting of the letters “O M Y,” shown in combina- 
tion with three human heads. 

Trape-Marxs—Batn Essences, Barn Ons, ann Dustinc Powper, aNnpD 
PREPARATIONS FOR THE SKIN, CouGHs aNp Coips—Goops or SAME 
DescripriveE Properties. 

Bath essences, bath oils and dusting powder held to be of the same 
descriptive properties as a preparation for the skin, coughs, colds, 

bronchitis, hoarseness, loss of voice, catarrh, and an iron preparation. 
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Trave-MarKs—Opposition—Derense or “Uncirean Hanps”—Deceprive Use 
or ReGistRaTION NOoTrIce. 

Where appellee used the notation “Reg. U. S. Patent Office” in con- 
nection with its trade-mark, when only a portion of the mark had been 
registered, held that there was no such fraudulent use of its mark as to 
make applicable the doctrine of “unclean hands.” 

On appeal from a decision of the Commissioner of Patents main- 
taining a trade-mark opposition. Affirmed. 


Charles R. Allen, of Washington, D. C. and Asher Blum, of 
New York City, for appellant. 
Edward G. Fenwick, of Washington, D. C., for appellee. 


Buanp, J.: The appellant, A. F. Part, Inc., filed application in 
the United States Patent Office for the registration of the trade 
mark “Omy” for use in connection with bath essence, bath oils, and 
dusting powder. 

Appellee, Sormani, relying on his registered trade-mark No. 
103,330, dated March 30, 1915, opposed applicant’s registration. 
Appellee’s registration recites that his mark, which consists of the 
letters “Omy” in combination with three human heads representing 
old age, middle age, and youth, was for use “for a preparation for 
the skin, coughs, colds, bronchitis, hoarseness, loss of voice, catarrh, 
and an iron preparation.” 

In the proceeding before the Patent Office tribunals, appellant 
contended, and contends here, that the goods disclosed in the regis- 
tration of the appellee are medicinal remedies and that such goods 
do not possess the same descriptive properties as appellant’s toilet 
preparations. Appellee, when before the Examiner of Interferences, 
made reference to the contents of the application file of his registra- 
tion wherein the specific nature of the products was disclosed and 
identified by the labels filed therewith. One of such labels was for 
a cream recommended for chapped hands and for softening the 
skin. Appellant objected to the consideration of the application 
file as not having been duly introduced into the record and for the 
reason that no notice concerning the introduction of the same had 
been given under rule 154(e) of the Patent Office. The Examiner 
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of Interferences held that he could properly refer to the application 
file for the purpose of clarifying or explaining any ambiguity of 
language in the registration. He then held that the goods were of 
the same descriptive properties and that the marks were confusingly 
similar and sustained the opposition. 

In addition to the foregoing ruling, the Examiner of Interfer- 
ences held that, regardless of the rights of the opposer to intervene, 
the registration was a statutory bar to appellant’s application and 
adjudged that the applicant was not entitled to register for this 
reason. 

Upon appeal, the Commissioner of Patents held that the Exam- 
iner of Interferences was in error in giving consideration to the 
specimen labels submitted with the application, inasmuch as under 
said rule 154(e) the applicant was entitled to notice before such 
evidence could be properly received, thus giving him an opportunity 
to rebut it. The Commissioner, however, being of the opinion that 
the marks were confusingly similar, and that the marks were used 
upon goods which possessed the same descriptive properties in view 
of the fact that the opposer's registration discloses “‘a preparation 


, 


for the skin,” affirmed the decision of the Examiner of Interferences 
in sustaining the opposition and adjudging that the mark should be 
refused registration. From the decision of the Commissioner, ap- 
plicant appealed to this court. 

In appellant’s answer to the notice of opposition it alleged that 
the opposer did not “come into Court with clean hands” and was 
guilty of inequitable conduct in that he had “on a number of products 
including cold cream, greaseless cream and others, used the notation 
‘Reg. U. S. Pat. Off.’ in connection with such use of ‘Omy’ on cold 
cream, etc., although the opposer has in fact never registered in the 
United States Patent Office ‘Omy’” (as distinguished from “Omy”’ 
with the three human heads). The Examiner of Interferences 
expressed no view as to the merits of this contention. The Commis- 
sioner on this phase of the case said: 


There is no evidence before me to support this contention, and for the 
reasons hereinbefore pointed out, I am not at liberty to inspect records not 
in evidence for the purpose of supplying such proof. 
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We find it unnecessary to discuss at great length all the dif 
ferent contentions of the parties. We think the mark of the appellee 
“Omy” with the three human heads is quite similar to the mark 
which applicant proposes to register. It seems clear that the letters 
“Omy” are the dominating portion of both marks here involved and 
that confusion would result from the simultaneous use of both marks 
upon goods of the same descriptive properties. Necessarily, pur 
chases would be made by calling for “Omy” articles. In advertising 
over the radio and elsewhere, we think confusion would result. 

We are of the opinion that at least one of the articles mentioned 
in the term “a preparation for the skin, coughs, colds, bronchitis, 
hoarseness, loss of voice, catarrh, and an iron preparation” are goods 
of the same general class and possess the same descriptive properties 
as bath essence, bath oils and dusting powder. It does not neces- 
sarily follow that because someone seeking one of the articles men- 
tioned in appellee’s application for registration would not mis- 
takingly be given a bath oil, bath essence, or a dusting powder, that 
the goods are not of the same descriptive properties within the mean- 
ing of the statute. Trade-marks should indicate the origin of the 
goods. In determining whether a trade-mark indicates origin and 
distinguishes the goods of its owner from those of another the “use, 
appearance, and structure of the articles, the similarity or the lack 
of similarity of the packages or containers in which, the place or 
places where, and the people to whom, they were sold” should be 
considered. B. F. Goodrich Co. v. Clive E. Hockmeyer, et al., 17 
C. C. P. A. (Patents) 1068, 1075, 40 F. (2d) 99 [20 T.-M. Rep. 
205]. It is our view that, under the circumstances shown to exist 
by the record at bar, there would be a strong probability of con- 
fusion resulting if both marks were used as proposed. 

In Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. 
(2d) 414 [20 T.-M. Rep. 462], the marks were “Molo” and “Poro.” 
The “Molo” mark was used on a mouth wash, breath purifier, throat 


gargle, and general antiseptic. The ‘Poro’’ mark was used on 


body deodorants, cold creams, vanishing creams, and various other 


toilet preparations. The “Poro’” goods were not sold in stores as 
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were the “Molo” goods. Nevertheless, this court held that the goods 
had common characteristics which brought them into the same class 
and, therefore, were goods of the same descriptive properties. 

In Kotex Co. v. McArthur, 18 C. C. P. A. (Patents) 787, 45 F. 
(2d) 256 [21 T.-M. Rep. 47], the trade-mark “Kotex” was used on 
sanitary napkins and it was proposed to register “Rotex’’ for use on 
vaginal syringes. This court held that the goods of the respective 
parties were of such character that confusion would result from the 
simultaneous use of the respective trade-marks on the goods as 
proposed; that the goods were of the same descriptive properties 
within the meaning of the statute and that the mark “Rotex”’ was not 
registrable. 

In California Packing Corp. v. Tillman & Bendel, Inc., 17 C. C. 
P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238], coffee 
in cans, and fruits, vegetables, etc., in cans, were held to be goods of 
the same descriptive properties. 

In Cheek-Neal Coffee Co., et al. v. Hal Dick Mfg. Co., 17 
C.C. P. A. (Patents), 40 F. (2d) 106 [20 T.-M. Rep. 274], horse- 
radish and olive spread were held to be goods of the same descriptive 
properties as coffee and tea. 

In Sun-Maid Raisin Growers of Calif. v. American Grocer Co., 
17C.C. P. A. (Patents) 1034, 40 F. (2d) 116 [20 T.-M. Rep. 300], 
flour and raisins, syrup and baking powder, were held to be of the 
same descriptive properties. 

In Cluett, Peabody § Co. (Inc.) v. Hartogensis, 17 C. C. P. A. 
(Patents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 452], collar buttons 
were held to be of the same descriptive properties as shirts and 
collars. 

In Blackstone Products Co., Inc. v. Green Brothers Co., 21 
C.C. P. A. (Patents) 1065, 70 F. (2d) 271 [24 T.-M. Rep. 175], 
a laxative preparation prepared with chocolate was held to be of 
the same descriptive properties as chocolate-coated yeast. 

We think the foregoing authorities abundantly support the con- 
clusion that the mark which appellant proposes to register is used 
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on goods which are of the same descriptive properties as some, at 
least, of the goods of appellee. 

As to the issue raised by the appellant that appellee by using the 
notation “Reg. U. S. Pat. Off.” has been guilty of such inequitable 
conduct that he is barred from the relief he asks in his opposition 
proceeding, we agree with the conclusion reached by the Commis 
sioner to the effect that it could not be properly imposed as a bar. 
No doubt appellee’s mark, through long years of use, had been 
referred to as its “Omy” mark, and in so referring to it in the 
designation “Reg. U. S. Pat. Off.” or in the designation “Omy Reg. 
U.S. Pat. Off.”” we do not think the appellee made such a fraudulent 
use of its mark as would make applicable the doctrine of unclean 
hands. It would seem that appellee was attempting to give the 
public notice that his mark was registered and the mere fact that he 
did not reproduce the three heads in connection with such required 
notation cannot of itself be said to be a fraudulent use. No 
authority has been cited by appellant which supports its contention 
on this phase of the case. It relies on the case of Sauquoit Paper 
Co., Inc. v. Hilda Weistock, 18 C. C. P. A. (Patents) 927, 46 F. 
(2d) 386 [21 T.-M. Rep. 146], and also cites and quotes from 
Federal Products Co. v. Lewis, 57 App. D. C. 338, 23 F. (2d) 759. 
The latter case, in our judgment, has no application whatever to 
the issue here involved. In the former case the opposer filed with its 
opposition labels marked “Trade-mark registered U. S. Patent 
Office,” when in fact the trade-mark had not been so registered. 
The opposer was afforded the opportunity of showing that the 
notation on the labels was an inadvertence free from fraud, and this 
court disapproved the holding by the Commissioner of Patents 
that there was fraud in fact in the use of the labels. 

The Sauquoit Paper Co. case might be regarded as some author 
ity for the position that one who uses the notation when the mark 
has not been registered would be prima facie guilty of fraud which 
would justify the dismissing of the opposition, but in the case at 
bar, appellee has registered a trade-mark containing as its dominant 
feature the letters “Omy,”’ and in the notations used we see no 
evidence of an attempt to defraud. 
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For the reasons above set forth, we think the Commissioner of 
Patents arrived at the correct conclusion, and his decision is, ac- 


cordingly, affirmed. 


Vick Cuemicat Co. v. Tuomas Kerroot & Co., Lrp. 
United States Court of Customs and Patent Appeals 
Cancellation No. 2426 
November 27, 1936 


[RapE-Marks—“V AaPex,” “Vaporus’—Non-ConFuiicTinc Marks. 

The word “Vapex” used as a trade-mark upon an inhalant for the 
relief of colds, held not to be deceptively similar to the word “Vaporub” 
used as a trade-mark on a medicinal preparation for the treatment of 
coughs and colds, especially since there was no convincing evidence of 
confusion of the two marks by consumers. 

l'rapE-MAarks—CaNncCELLATION—Proor oF Damace NECESSARY. 

It is well established that, in cancellation proceedings, damage must 
be shown in order to sustain the cancellation of the mark. In the case 
at issue, therefore, since the two marks were held not be confusingly 
similar, no damage could result. 

On appeal from a decision of the Commissioner of Patents dis- 
missing petition to cancel a trade-mark registration. Affirmed. 


: For the Commissioner’s decision, see 24 T.-M. Rep. 329. 


Thomas L. Mead, Jr., of Washington, D. C., Edward S. Rogers, 
of New York City, and James F. Goge, of New York City, 
for appellant. 

Charles R. Allen, of Washington, D. C. and Asher Blum, of 
New York City, for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents, affirming a decision of the Examiner of Inter- 
ferences which dismissed appellant’s petition to cancel trade-mark 
registration No. 181,259, dated March 18, 1924, issued to appellee, 
for the word “Vapex.’” The said mark was registered for use 
upon an “inhalant for the relief of cold in the head and the like.” 
The proceeding is under section 13 of the Trade-Mark Act of 
February 20, 1905, which section reads as follows: 
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Sec. 13. That whenever any person shall deem himself injured by the 
registration of a trade-mark in the Patent Office he may at any time apply 
to the Commissioner of Patents to cancel the registration thereof. The 


Commissioner shall refer such application to the Examiner in charge of 


interferences, who is empowered to hear and determine this question and 
who shall give notice thereof to the registrant. If it appear after a hear- 
ing before the Examiner that the registrant was not entitled for the use of 
the mark at the date of his application for registration hereof, or that the 
mark is not used by the registrant, or has been abandoned, and the Examiner 
shall so decide, the Commissioner shall cancel the registration. Appeal 
may be taken to the Commissioner in person from the decision of Examiner 
of Interferences. 


Appellant in its petition for cancellation alleges that, since 
prior to 1894, it has used the word “Vicks”’ as a trade-mark applied 
to various medicinal, pharmaceutical and chemical preparations, 
naming a number of such preparations, including “salve,” and that 
“At the present time the trade-mark ‘Vicks’ is applied to liver pills, 
cough drops, nose and throat drops, and a rubifacient salve used in 
the treatment of colds .... ;’ that said mark was duly registered 
on November 19, 1918, Registration No. 123,667; that since about 
1911 petitioner (appellant) has also used as a trade-mark for said 
salve the word “Vaporub,” and that said last-named mark, together 
with the mark “Vicks,” has since 1911 been conspicuously applied to 
packages containing said salve; that the said mark “Vaporub” was 
registered on April 6, 1915, Registration No. 103,601. Petitioner 
alleges that the goods upon which its marks are used and the goods 
upon which the said mark ““Vapex”’ is used are of the same descrip- 
tive properties; that the word “Vapex’”’ so nearly resembles both of 
petitioner’s registered marks, “Vicks” and “Vaporub,” as to be 
likely to cause confusion in the mind of the public and to deceive 
purchasers, and that said mark “‘Vapex’”’ has in fact caused such 
confusion. 


The petition for cancellation further alleges that said mark 
“‘Vapex’”’ “is not now used, and for several years preceding this time 
has not been used in interstate commerce in the United States by 
the Registrant, Thos. Kerfoot & Co., Limited, but is used by some 
firm or person other than said Registrant.” 

The petition further sets out the usual allegations of injury and 
damage. 


3 
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The answer of appellee denies that the goods to which the mark 
‘Vapex”’ is applied are of the same descriptive properties as are the 
goods to which appellant’s marks are applied, denies the allegation 
of the petition with regard to the similarity of the respective marks, 
and alleges that there never has been any confusion in the mind of 
the public growing out of the use of the said marks by the respective 
parties denies that it was not using or had not used the said mark 
‘“Vapex”’ for several years preceding the filing of appellant’s peti- 
tion; alleges that it is the present owner of said mark, and denies 
petitioner’s allegations of injury and damage. 

Both sides took voluminous testimony. Appellee objected to 
certain letters offered by appellant as incompetent and hearsay and 
not duly authenticated, to which reference will be made hereinafter. 
Appellee also objected to certain rebuttal testimony offered by ap- 
pellant upon the ground that such testimony should have been part 
of appellant’s case in chief and was not proper rebuttal. This 
also we shall advert to later herein. 

Most of the testimony offered by appellant was in support of 
its claim of actual confusion in the mind of the public respecting 
the marks “Vapex,” “Vicks,” and ‘““Vaporub,” and most of the tes- 
timony offered by appellee was in support of its contention that no 
such confusion existed. 

The Examiner of Interferences held that, from an inspection 
of the marks as a whole, confusion in trade was not likely, and 
that the evidence in the case, apparently including the letters to 
which appellee had objected as aforesaid, did not possess sufficient 
probative force to change or vary his conclusion arrived at from an 
inspection of the marks. The Examiner of Interferences declined 
to consider the evidence produced by appellant in rebuttal relating 
to confusion in trade, holding that such evidence was a part of the 
case in chief for appellant. 

It appears also that it was contended before the Examiner of 
Interferences that the question of confusion was res adjudicata by 
reason of a previous opposition proceeding in the Patent Office be- 


tween the parties hereto, wherein appellee sought the registration 
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of the word “Vapex’”’ inclosed within a triangle, which application 
for registration was opposed by appellant, setting up the marks 
“Vicks” and “Vaporub” and a triangle. In said proceeding the 
opposition of appellant was sustained and the application of ap- 
pellee for said registration refused. The Examiner of Interferences 
held that the decision in said proceeding was not res adjudicata upon 
the question here involved for the reason that the marks there in- 
volved were not the same as are the marks in issue here. 

Appellant apparently did not press this contention before the 
Commissioner, and in this court makes no claim that the decision 
in said former proceeding is res adjudicata of the issue here in- 
volved. 

Upon appeal to the Commissioner the decision of the Examiner 
of Interferences was affirmed, whereupon appellant took the appeal 
now before us. 

The Commissioner in his decision, while holding that the letters 
hereinbefore referred to were not competent evidence, and affirming 
the holding of the Examiner that appellant’s evidence in rebuttal 
was improper, stated that, even considering all the foregoing as 
proper evidence, and all the other evidence in the record, he was 
of the opinion that confusing similarity between the marks of the 
respective parties had not been established. He also held that 
appellant's contention that appellee was not using the mark “Vapex’”’ 
had not been established, stating that the statute is “not susceptible 
to the narrow interpretation contended for.” 

Before us appellant makes two contentions, as follows: 

(1) That the record establishes that the mark “Vapex” is confusingly 
similar to the marks “Vicks” and “Vaporub,” when applied to the goods of 
the respective parties, or, at least, there is such doubt upon this question 
that, under the familiar rule, it should be resolved against the newcomer. 


(2) That the record establishes that the mark “Vapex” was not used by 
appellee at the time this proceeding was initiated. 


That the goods of the respective parties are of the same descrip- 
tive properties, and that appellant’s use of the marks “Vicks” and 
“Vaporub” and registration of the same were prior to the use and 
registration of the mark “Vapex’’ by appellee is conceded. 
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It appears from the testimony that appellant’s goods to which 
the marks “Vicks” and ““Vaporub”’ are applied are widely distributed 
throughout the entire United States. The vice-president of appel- 
lant testified that, during the five-year period from 1927 to 1932, 
an annual average of between fifteen and twenty million families 
in the United States had been purchasers of “Vicks Vaporub,” and 
that in 1932 over twenty-six million jars of this article were sold. 

Likewise sales of goods to which the mark “Vapex” is applied 
are extensive, the testimony showing that such sales amount to 
approximately 1,500,000 bottles annually. 

Appellent relies not only upon the claim of confusing similarity 
between its marks “Vicks” and “Vaporub” and appellee’s mark 
‘“Vapex,’ which it claims is apparent from an inspection of the 
marks, but it contends that the evidence produced by it establishes 
actual confusion in commerce in the use of said marks by the respec- 
tive parties, particularly as relating to the origin of the goods to 
which the marks are applied. 

We are in agreement with the views of the Commissioner and 
the Examiner of Interferences that an inspection of the marks 
themselves fails to reveal a confusing similarity between the mark 
‘“Vapex” and either of the marks “Vicks” and “Vaporub.” As ob- 
served by the Commissioner, “Vicks” and “Vapex”’ have only the 
initial letter in common, and while the spoken words terminate with 
the same sound, even then they are clearly distinguishable in that 
the first has only one syllable while the latter has two.” We do 
not think that the ordinary purchaser would be likely to be confused 
or mistaken either as to goods or origin by the slight similarity 
between the marks “Vapex” and “Vicks.” 

With respect to the similarity between the marks “Vapex’’ and 
“Vaporub,” the Commissioner in his decision said: 
ora eyed As between “Vaporub” and “Vapex” the only similarity, either when 
written or spoken, is the first syllable, “Vap”; and in view of the obvious 


differences it is difficult to comprehend how this one syllable in common 
could result in confusion... . 


We would also observe in this connection that it is the well 
settled rule that, in determining the question of confusing similarity 
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between marks, such marks must not be dissected, but must be con- 
sidered as a whole. Vick Chemical Co. v. Maurice E. Cordry, 19 
C.C. P. A. (Patents) 828, 54 F. (2d) 428 [20 T.-M. Rep. 393]. 

We are clear that an inspection of the marks in issue does not 
reveal a confusing similarity between the mark ‘““Vapex”’ and appel 
lant’s marks “Vicks” and “Vaporub.”’ 

However, appellant’s counsel contends that actual confusion 
between said marks has been established to such an extent that it 
should be held that the use of the word ‘““Vapex”’ upon the goods to 
which it is applied so nearly resembles appellant’s marks as to be 
likely to cause confusion or mistake in the mind of the public. In 
support of this contention appellant introduced the testimony of 
nineteen witnesses, and certain documents and letters. Appellee, in 
support of its contention that there was no confusing similarity 
between said marks, introduced the testimony of sixty-nine witnesses, 
and certain documents. 

The Examiner of Interferences considered all of the evidence in 
the record except the testimony offered by appellant in rebuttal, 
which he declined to consider upon the ground that such testimony 
was not proper rebuttal, but related only to appellant’s case in chief. 
With respect to the evidence considered by the Examiner, as afore- 
said, we find the following in his decision: 

The testimony of both parties has been carefully considered by the 
Examiner. It is believed that the testimony of the petitioner, for reasons 
that will more fully hereinafter appear, possesses much less probative force 
than is claimed for it by the petitioner. No attempt is made herein to 
determine its value relative to that offered by the respondent. It suffices 
to state that, giving the maximum probative force to which the testimony 
of the petitioner is believed to be entitled, it does not change or vary, sub- 
stantially, the conclusion which the Examiner has reached from an inspection 
of the marks themselves considered as a whole and which the parties actually 
use in trade. This conclusion is that confusion in trade is not likely. Other- 
wise stated, the Examiner is not willing to here surrender his own judgment 
on this matter by reason of the testimony produced by the petitioner. . . . 

The Commissioner in his decision, after analyzing certain of the 
testimony offered in behalf of appellant, stated as follows: 


In determining the weight and effect to be given the evidence just 
referred to, and similar testimony of other witnesses, I have necessarily 
been influenced to some extent by the enormous volume of petitioner’s sales. 
Its vice-president, Mr. Allen T. Preyer, testified that during the five-year 
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period from 1927 to 1932 an annual average of between fifteen and twenty 
million families in the United States had been purchasers of “Vicks 
Vaporub”; and the record discloses that of this item alone over 26,000,000 
jars were sold in 1932. It is not surprising, therefore, if occasional instances 
of confusion occurred; for as observed by the court in the case of Par- 
fumerie Roger & Gallet v. M. C. M. Co. (C. C. A. 2d Cir.), 24 Fed. (2d) 
698, “Some buyers will be confused by the most remote similarities.” 

Petitioner also offered in evidence about thirty letters, post cards, and 
other communications claimed to have been received by it from various un- 
identified firms and individuals, which would tend to indicate that the pur- 
ported senders had confused “Vapex” with one or another of petitioner’s 
products, or believed it was manufactured by petitioner. No foundation was 
laid for the introduction of any of these communications, save that of Mrs. 
Patrenelis, whose testimony has already been referred to; and I am 
therefore clearly of the opinion that they are not competent evidence. Sub- 
ject to certain exceptions which have no application here, the rule is 
fundamental that before any document may properly be received in 
evidence there must be some proof of its authenticity. Consolidated Grocery 
Co. v. Hammond (C. C. A. 5th Cir.) 175 Fed. 641; Varley Co. v. Ostheimer 
(C. C. A. 2d Cir.) 159 Fed. 655; Jones v. Wencik (C. C. A. 3d Cir.) 286 Fed. 
890; Henry Romeike, Inc. v. Albert Romeike & Co., Inc., 167 N. Y. S. 235, 
179 App. Div. 718 (Aff. 227 N. Y. 561). 

Petitioner insists that the communications referred to were admissible, 
without authentication, to show confusion in the public mind, and cites as 
authority for this proposition the case of Parfumerie Roger & Gallet v. 
M.C. M. Co., Inc., swpra. It was there held that certain letters received by 
plaintiff had been improperly excluded “on the ground that they were self- 
serving declarations.” The court said: “That of course they are not, 
and, moreover, they seem to us, all things considered, to have been enough 
authenticated to be competent.” Here, however, the ground of objection 
was that the proffered exhibits were “incompetent and hearsay,” and they 
were read into the record without any pretense of authentication, so that 
obviously the case cited can have no application. 

But even if all these communications were properly before me I would 
be unable to find from the whole record that the claimed confusion had been 
established. Throughout the period covered by this correspondence peti- 
tioner was receiving in excess of five hundred pieces of mail per day. And 
as may readily be expected, this large mass of correspondence included 
references not only to “Vapex” but to such utterly dissimilar marks and 
names as “Musterole,” “Mentholatum” and “Luden’s Cough Drops.” Mr. 
W. A. Smith, an employe of petitioner, stated in his testimony: 

“We received mail for ‘Vapex.’ We received mail for ‘Strohmeier’s 
Cough Drops,’ and others too numerous to remember.” 


In view of the large amount of mail received, errors of this kind were 
bound to and did occur, regardless of whether petitioner’s marks were or 
were not similar to those of other manufacturers. Under such circum- 
stances evidence of this character is unimpressive. Standard Accident In- 
surance Co. v. Standard Surety & Casualty Co., 53 Fed. (2d) 119. 


With respect to the testimony offered by appellant in rebuttal 
the Commissioner stated: 
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Complaint is made because the Examiner of Interferences declined to 
consider certain evidence introduced by petitioner on rebuttal. Without 
going into detail it is sufficient to say that all this evidence, insofar as it is 
competent for any purpose, is merely cumulative of petitioner’s evidenc: 
in chief, and the Examiner of Interferences was therefore fully justified in 
the ruling complained of. In reaching the conclusions above outlined, 
however, I have given this evidence the same consideration as that offered 
in chief. 


It will be observed from the foregoing that the Commissioner 
held that certain evidence offered by appellant was inadmissible 
for the reasons stated by him, but that, assuming the same to be 
admissible, it would not change his conclusion that the confusion 
claimed by appellant had not been established. 

We do not find it necessary to pass upon the admissibility of 
the evidence referred to by the Commissioner because, assuming that 
it was admissible, and giving to it all the weight to which it is 
entitled, we are in agreement with the Commissioner that the record 
fails to establish that the mark ““Vapex,” as used by appellee, so 
nearly resembles the marks “Vicks’’ and “Vaporub,” as used by 
appellant, as to be likely to cause confusion or mistake in the mind 
of the public. 

We think the views expressed in the case of P. Lorillard Co. v. 
Poper, 86 Fed. 956, are applicable to the facts in the case at bar. 
The court there said: 

.... It may well be that, where many sales were made, some individuals, 
not particularly attentive, may have purchased the defendant’s, supposing 
they were purchasing the plaintiff’s package, perhaps. Such things will hap 
pen in the ordinary course of business, no matter how great the differences ; 
and the fact that they do happen, while it is not to be ignored, is not to out- 


weigh the evidence which comes from a personal inspection of the packages 
and labels. 


We do not deem it necessary to analyze the voluminous testi 
mony in the record, and content ourselves with stating that, assum- 
ing, without deciding, that all of the evidence offered by appellant 
was admissible, it does not outweigh the evidence which comes from 


an inspection of the respective marks in issue. We are clearly of 


the opinion, from such inspection, that there is no confusing similar 
ity between them. 
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Appellant makes another contention, viz., that it is shown by 
the record that the mark ‘““Vapex” was not used by appellee at the 
time appellant filed its petition for cancellation of the mark. It 
is not necessary for us to set out the facts upon which appellant 
bases this contention because, even if such contention were estab 
lished, appellant would not be entitled to a cancellation of appellee's 
registration of the mark “Vapex,” for the reason that, since said 
mark is not confusingly similar to appellant’s marks here in- 
volved, it, appellant, could not be damaged by the registration of 
the mark ““Vapex” by appellee. 

It is well established that in cancellation proceedings damage 
must be shown in order to sustain the cancellation of a mark. 
American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 19 
C. C. P. A. (Patents) 1235, 58 F. (2d) 834 [22 T.-M. Rep. 275]; 
Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 C. C. 
P. A. (Patents) 1294, 49 F. (2d) 482 [21 T.-M. Rep. 382]. In 
the last cited case we said: 


.... He [the petitioner for cancellation] would have no right to com- 
plain about the registration of the offending mark if, at the time he filed 
his petition, he was not injured by it.... 


In the case of United Shoe Machinery Corp. v. Compo Shoe 
Machinery Corp., 19 C. C. P. A. (Patents) 1009, 56 F. (2d) 292 
[22 T.-M. Rep. 160], we said: 


The statute gives any person who believes he would be damaged the 
right to oppose, and any person who shall deem himself injured the right 
to petition for cancellation. These provisions are very broad and should 
be broadly construed. Of course, Congress did not mean to grant these 
rights to a mere intermeddler, to one who had no interest in the use of the 
term, and thereby authorize such a person to interfere in the affairs of 
others and in the business of the Patent Office. Certainly the person 
seeking to cancel a registration or oppose an application for registration 
must have a greater interest than a member of the general public who by 
such registration suffers no invasion of his rights and privileges. It is 
well understood in the application of equitable remedies that one who 
seeks such application is bound to show an interest in a suit personal to 
himself and not such an interest as he has only by virtue of being a 
citizen. Tyler v. Judges of the Court of Registration, 179 U. S. 405, 406; 
Massachusetts v. Mellon, 262 U. S. 447, 488. We know of no reason why 
this rule does not apply here. 


Inasmuch as we have held that the marks here in issue are not 
confusingly similar, appellant could not be damaged by the regis- 
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tration of the mark “Vapex”’ by appellee, within the meaning of 
section 13 of said Trade-Mark Act of February 20, 1905. 

It appears that, after the original certification of the transcript 
of record by the Commissioner of Patents, appellee suggested a 


diminution of the record and proceedings in said cause, whereupon 


this court issued a writ of certiorari, pursuant to which certain addi- 
tions to the record were certified to the court by the Commissioner 
of Patents and printed. The court, in issuing the writ, ruled that 
the assessment of costs for the printing of such additions to the 
record should await the final determination of the case. We find 
that the matters certified, pursuant to our order, should have been 
originally included in the record by appellant. Therefore, the 
costs of printing such additions to the record, which are found on 
pages 920, 921, 922 and 923 of the record, are assessed against the 
appellant. 

For the reasons stated herein, the decision of the Commissioner 
of Patents is affirmed. 


ArTHUR ABELL v. Beatrice CREAMERY COMPANY 
United States Court of Customs and Patent Appeals 
Opposition No. 12,424 
November 25, 1985 


Trape-Marxs—Opposition—“Otp Meapow” anv “Meapow Go.p”—Conr tict- 
inG Marks. 

Heid that the words “Old Meadow” and the words “Meadow Gold” 
are confusingly similar, both marks being used on milk, cream, and other 
dairy products. 

Oprostr1on—EsrtorPet. 
In the case at issue, held that the question of estoppel has no place. 


On appeal from a decision of the Commissioner of Patents 


maintaining an opposition proceeding. Affirmed. For the Com- 
missioner’s decision, see 24 T.-M. Rep. 331. 


Hawgood & Van Horn, of Cleveland, Ohio, and Andrew K. 
Foulds, of Detroit, Michigan, for appellant. 
James Atkins, of Washington, D. C., for appellee. 
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Garrett, J.: Appellant brings before us for review the deci- 
sion of the Commissioner of Patents, in an opposition proceeding 
arising in the United States Patent Office, affirming the decision of 
the Examiner of Interferences sustaining the opposition and denying 
the registration sought. 

Appellant sought to register the words “Old Meadow’’ for use 
as a trade-mark for milk, cream, butter, buttermilk, cottage cheese 
and other dairy products, alleging continuous use thereof “since 
about September 1, 1924.” 

Appellee made formal opposition based upon registrations and 
prior use by it of the words ““Meadow Gold” as a trade-mark for 
identical goods. 

It is not disputed that a predecessor of appellee registered the 
mark ‘Meadow Gold” for butter long prior to appellant’s claimed 
use of “Old Meadow,” nor is appellee’s title to the registration ques- 
tioned. Neither is there any question as to appellee’s prior use of 
its mark upon dairy products generally. 

Upon this state of facts, the tribunals of the Patent Office con- 
curred in holding that the only question to be considered (save a 
contention of estoppel interposed by appellant to which we shall 
later make reference) was that of the similarity of the opposing 
marks, and they concurred in finding the similarity to be so striking 
as that confusion in trade would be likely. 

It seems obvious to us that this conclusion is sound. The marks, 
except in the arrangement of the words and the absence of the letter 
“G”’ in appellant’s mark, are identical. The likelihood of confusion 
here is certainly as strong, if not stronger, than in the case of 
Sutter Packing Co. v. Piggly Wiggly Corp., 20 C. C. P. A. (Patents) 
1069, 64 F. (2d) 1006 [23 T.-M. Rep. 249], where the opposing 
marks were “Slices O’Gold” and “Sunset Gold,” applied to canned 
fruits and the like. 

Upon the question of estoppel it is unnecessary to say more 


than that, under the rule announced with great definiteness in our 


decision in the case of Skookum Packers Association v. Pacific 
Northwest Canning Co., 18 C. C. P. A. (Patents) 792, 45 F. (2d) 
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912 [23 T.-M. Rep. 121], the question of estoppel has no place in 
this opposition proceeding. 
The decision of the Commissioner of Patents is affirmed. 


AKTEINGESELLSCHAFT FUR FEINMECHANIK VORMALS JETTER & 
ScHEERER v. KNy-SCHEERER CORPORATION 


United States Court of Customs and Patent Appeals 
Cancellation No. 2,556 
December 2, 19385 


Trapve-Marks—CANCELLATION—“J” anp “S” «x Monocram, Wrrxu Cross 
Restine oN Bat_; AND THE Device or a STAFF AND LETTER “S” or 
SERPENT REPRESENTING THE STAFF AND SERPENT OF EscULAPIUs— 
ConFuicTtinc Marks. 

A trade-mark consisting of the letters “J” and “S,” arranged in the 
form of a monogram, above which is a design of a cross resting on a 
ball or circle, with the word “Jesco” above, held to be deceptively similar 
to a mark consisting of a staff and superimposed S or serpent, the 
serpent being shown in the form of the letter “S’’ around the staff, so 

as to represent the staff and serpent of Esculapius. 
On appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s deci- 


sion see 22 T.-M. Rep. 227. 


Thomas L. Mead, Jr., of Washington, D. C., for appellant. 
Clarence G. Campbell, of New York City, for appellee. 


Hatrie.p, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Trade-Mark Interferences sus- 
taining appellee’s petition for the cancellation of appellant’s regis- 
tration No. 272,668, issued July 8, 1930, on an application filed June 
80, 1928, for a trade-mark consisting of the letters “J’’ and “S” 


arranged in the form of a monogram, above which appears a design 
consisting of a cross resting upon a ball or circle, and above the 
design appears the word “Jesco,” for use on “‘pocket knives; knives, 
forks, and spoons of base metals for the table; kitchen knives, hunt- 
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ing knives, leather-cutting knives, razors, scissors, shears, metallic 
knife sharpeners, pinchers, tweezers, wrenches, monkey wrenches, 
screw drivers, cigar cutters, corkscrews, metallic coasters, and axes, 
in Class 23, cutlery, machinery, and tools, and parts thereof.” 

In its petition for cancellation, appellee alleged that on April 15, 
1890, appellant registered the trade-mark in issue for use on surgical 
instruments and appliances—registration No. 17,761, consisting of 
a “Staff and Superimposed S or Serpent,” the serpent appearing in 
the form of the letter “S” around the staff “so as to represent [ as 
stated in appellant’s application for registration] not only the staff 
and serpent of Esculapius, but also the initial letters of our firm- 
name. Above the staff and serpent is arranged a crown’’; that 
appellee, through its predecessor, the Kny-Scheerer Company, regis- 
tered a variation of the same trade-mark on March 12, 1907, regis- 
tration No. 61,298, consisting of a “Staff, Entwined Serpent and 
Crown,” for use on certain medical and surgical apparatus and in- 
struments ; that on September 24, 1907, it registered a second varia- 
tion of the same trade-mark, registration No. 65,359, consisting of 
a staff with a serpent entwined thereon, for use on cutlery, such as 
knives, chisels, shears, scissors, and razors; that, during the World 
War, the Alien Property Custodian, acting under the “Trading with 
the Enemy Act” of October 6, 1917 (40 Stat. 411), as amended 
(40 Stat. 460 and 1020), together with executive orders and procla- 
mations issued in pursuance thereof, seized, and required to be con- 
veyed to him trade-mark registration Nos. 17,761, 61,298, and 
65,359, together with all rights thereunder and the business con- 
nected therewith, and, thereafter, on June 21, 1919, duly sold and 
transferred the same to the Holley Securities Company, which as- 
signments were duly recorded in the United States Patent Office on 
October 7, 1919, in Liber K-107, p. 297, of Transfers of Patents; 


that, thereafter, by mesne assignments from the Holley Securities 
Company, the Kny-Scheerer Corporation, and the Kny-Scheerer 
Corporation of America, which were duly recorded in the United 
States Patent Office, Liber K-107, p. 302, Liber W-112, p. 170, and 
Liber Q-147, p. 230 of Transfers of Patents, appellee became the 
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owner of the trade-mark registrations hereinbefore set forth, together 
with all rights thereunder and the business connected therewith ; that 
appellee, and its predecessors, has used and is continuing to use the 
trade-mark consisting of the staff and entwined serpent since its 
original adoption, December 1, 1889; and that appellee is damaged 
by appellant’s registration. 

Appellant’s answer to the petition for cancellation was with 
drawn. Accordingly, all the material allegations contained in the 
petition for cancellation will be presumed to be true. 

The sole issue in the case, therefore, as stated by the tribunals 
of the Patent Office, is whether the marks of the respective parties 
are confusingly similar. If they are, appellent’s registration should 
be cancelled, as held by the Commissioner of Patents. If they are 
not, the Commissioner’s decision should be reversed. 

It is true, as argued by counsel for appellant, that the marks are 
not identical, but are, in fact, somewhat dissimilar; e.g., the word 
“Jesco” and the cross, contained in appellant’s mark, are not 
found in the marks of appellee. However, as stated by the Com- 
missioner, appellant “has replaced the staff [shown in appellee’s 
marks | by the letter ‘J’ and the serpent by the letter ‘S.’”’ Further- 
more, as stated in the decision of the Commissioner: 


. the goods upon which the marks are used are comparatively small 
and naturally the marks become extremely small when affixed to the goods. 
When so reduced, the distinguishing features fade away and the resem- 
blances become pronounced; thus, the shank of the letter “J” becomes the 
staff of the petitioner’s mark, the letter “S” becomes the serpent, and the 
remaining indicia displayed at the top of the letter “J” becomes the crown. 

When thus reduced in size it becomes at once apparent that the unwary 
purchaser would likely be confused by the concurrent use of both marks on 
goods of the same descriptive properties. 


We have given careful consideration to the arguments of counsel 
for appellant. However, the Commissioner of Patents has so aptly 
stated the views which we hold, that we deem it unnecessary to at- 
tempt to add anything to his clear exposition of the inevitable con- 
sequences—confusion in the trade—that will result by the concur- 
rent use by the parties of their respective trade-marks. 
The decision of the Commissioner of Patents is affirmed. 





PROCTER & GAMBLE CO. V. CRESCENT SUPPLY CO. 


Tue Procter & Gams.e Co. v. THE Crescent Suppty Co. 
United States Court of Customs and Patent Appeals 
Opposition No. 12,762 


December 2, 1935 


Trape-Marxs—Oppostrion—“Cresco” anv “Crisco”—Conriicrinc Marks. 

The mark “Cresco” held to be confusingly similar to the word “Crisco.” 

Trave-Marxs—Oppos!r1ioN—PeTrRoLEuUM, LuBricatInc O11s, AND CooKING 
Fatrs—Goops or Dirrerent Descriprive PROPERTIES. 

Petroleum, lubricating oils and greases held to be of different descrip- 
tive properties from cooking fats. Therefore, the Commissioner’s deci- 
sion dismissing appellant’s opposition to the registration of the word 
“Cresco” as a trade-mark for lubricating oils and greases was affirmed. 

On appeal from a decision of the Commissioner of Patents 
dismissing a trade-mark opposition. Affirmed. For the Commis- 


sioner’s decision, see 24 T.-M. Rep. 379. 


Marston Allen, of Cincinnati, Ohio, for appellant. 
James Atkins, of Washington, D. C., for appellee. 


Lenroort, J.: This is an appeal from a decision of the Commis- 
sioner of Patents, affirming a decision of the Examiner of Interfer- 
ences, dismissing the opposition of appellant to the application of 
appellee for the registration of the mark “Cresco,” applied to 
petroleum lubricating oils and greases, in Class No. 15, the applica- 
tion being filed December 28, 1932, under the Trade-Mark Act of 
February 20, 1905, as amended. 

The notice of opposition filed by appellant sets up its ownership 
of registration No. 117,704, dated July 24, 1917, for the mark 
“Crisco,” applied to cooking fat. Appellant further alleges the 
use of said mark applied to cooking fat continuously since the month 
of June, 1911; that appellant has built up a large and valuable 
business in the manufacture and sale of said commodity; that there 
is likelihood of confusion in the use of the two marks, and that ap- 
pellant will be damaged by the registration of the mark applied for 
by appellee. 


The answer of appellee to the notice of opposition denies that 
the goods of the parties are of the same descriptive properties, 
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denies that confusion would result from the registration of its mark, 
and prays that the opposition be dismissed and that its mark be 
registered as applied for. 

Both sides took testimony. 

In dismissing appellant’s notice of opposition, the Examiner of 
Interferences found that the goods of the parties to which the 
respective marks are applied were not of the same descriptive prop- 
erties, noted the fact that the marks are not identical, and held that 
there was no likelihood of damage to appellant from the registration 
of the mark applied for by appellee. 

The Commissioner affirmed the decision of the Examiner of 
Interferences on substantially identical grounds, and from his deci- 
sion appellant took this appeal. 

In our view, the only question before us is whether or not the 
goods to which the respective marks are applied are goods of the 
same descriptive properties, for if they are, we are of the opinion 
that the opposition of appellant should be sustained because of the 
similarity of the marks. We are, however, in agreement with the 
Patent Office tribunals that, upon this record, vegetable cooking fats 
and petroleum lubricating oils and greases are not goods of the same 
descriptive properties within the meaning of section 5 of said trade- 
mark act. 

In our opinion, the ordinary purchaser of appellee’s products of 
petroleum lubricating oils and greases would not be likely to believe 
that, because of the mark “Cresco” appearing upon such products, 
they had the same origin in manufacture as vegetable cooking fats 
bearing the mark “Crisco.” 

The testimony, we think, establishes that, generally speaking, 
the products of the respective parties to which the marks are ap- 
plied are not sold in the same stores, or to the same class of people. 
The products of appellant are edible greases, while the products of 
appellee are inedible lubricating oils and greases. Of course the 
articles are not competitive. 

In the case of California Packing Corporation v. Tillman & 
Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 
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T.-M. Rep. 238], in discussing the term “same descriptive prop- 
erties” contained in the first proviso of said section 5 of the trade- 
mark act, the court said: 

.... Therefore, the right to register depends upon the distinguishing 
dissimilarity between the goods or the marks. The same degree of difference 
in the marks or goods or both must exist so as to distinguish the goods of 
the owner as is required to prevent the probability of “confusion or mistake 
in the mind of the public,” etc. This distinguishing difference or indis- 
tinguishable similarity may rest not only in the “essential characteristics” 
of the goods themselves with reference to their form, composition, texture, 
and quality, but may rest in the use to which they are put, the manner in 
which they are advertised, displayed, and sold, and probably other con- 
siderations. The question as to whether confusion and failure to distinguish 


will result may also depend largely upon the class of purchasers or persons 
concerned. 


In the case of Williams Oil-O-Matic Heating Corp. v. Westing- 
house Electric & Mfg. Co., 20 C. C. P. A. (Patents) 775, 62 F. (2d) 
378 [23 T.-M. Rep. 29], the question before us was whether adjus- 
table, thermostatically controlled, electric sadirons, bearing the 
mark “‘Adjust-O-Matic,’ were of the same descriptive properties 
as electrically operated and thermostatically controlled liquid fuel 
burning devices, bearing the marks ‘“Oil-O-Matic” and “Dist-O- 
Matic,” and electrically operated domestic refrigerating units bear- 
ing the mark “Ice-O-Matic.’’ The court held that the goods first 


named were not of the same descriptive properties as the goods 
bearing the marks “Oil-O-Matic,” “Dist-O-Matic,’ and “Ice-O- 
Matic.”” In said case the court said: 


The language “same descriptive properties,” contained in the first 
proviso of section 5 of the trade-mark act of February 20, 1905, was in- 
tended by the Congress to relate to goods of the same general class and 
was used synonymously with the term “class,” used in the first part of 
that section. The words “same class” and “same descriptive properties” 
should be given “a limited or an extended meaning and application, ac- 
cording to whether or not the use of identical or similar trade-marks 
would be likely to cause confusion or mistake in the minds of the public 
or to deceive purchasers,” and, in that connection, “the use, appearance, 
and structure of the articles, the similarity or the lack of similarity of the 
packages or containers in which, the place or places where, or the people 
to whom, they were sold should be considered.” [Citing cases. ] 

The goods of the parties are household utilities. They are adapted to 
be connected to the electric-light circuit, and are thermostatically controlled. 
They are not similar, however, in any other respect. They differ greatly in 
cost, use, appearance, and structure, and, of course, are not competitive. 
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Were it not for the fact that they are thermostatically controlled, we 
dare say that no one would contend that sadirons possess the same 
descriptive properties as either fuel-burning devices or refrigerators. 

In the case at bar the labels carrying the respective marks of 
the parties were introduced in evidence, and appellant contends that 
such labels tend to show confusing similarity of the marks. We have 
examined said labels. The “Crisco” labels are blue and white; the 
“Cresco” labels are orange and black. Without detailing the other 
differences and similarities between the labels, we are of opinion that 
they do not support appellant’s contention last above stated. 

There is no evidence of actual confusion with respect to the 
marks, nor is there evidence that the goods of the respective parties 
are generally sold in the same stores, although a witness for appellee 
did testify that products bearing the mark “Cresco” were sometimes 
sold to general stores in small towns that sell groceries and have 
filling stations connected with the stores, and appellant’s testimony 
establishes that its products, bearing the mark “Crisco,” were sold 
to groceries and general stores selling groceries, throughout the 
United States. 

It is our opinion that, following our decision in the case of Wil- 
liams Oil-O-Matic Heating Corp. v. Westinghouse Electric § Mfg. 
Co., supra, the goods to which the respective marks here in issue are 
applied are not goods of the “same descriptive properties” within 
the meaning of that term as used in said section 5 of said trade-mark 
act. 

Appellant relies largely upon the case of Imperial Cotto Sales 
Co. v. N. K. Fairbanks Co., 50 App. D. C. 250, 270 Fed. 686 [10 
T.-M. Rep. 42], wherein an application by the appellant there for 
the registration of the mark “Cottolene,” applied to cotton seed 
meal to be used in feeding livestock, was refused upon the opposition 
of the appellee there, who was the owner of a registration of the same 
mark, ‘“‘Cottolene,” applied to a cooking fat made from cotton seed 
oil and “‘oleostearine.” Both of the products there involved had in 
part precisely the same cotton seed origin, and this origin was 
strongly indicated by the nature of the mark there in issue. Neither 


of these facts is present in the case at bar, and therefore the case 
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last above cited isnot, in our opinion, an authority upon the question 
here before us. It is therefore unnecessary for us to comment 
further upon said cited case. 

In the decision appealed from the Commissioner cited the case 
of The Pure Oil Co. v. Vegetable Oil Products Co., 156 M. D. 158 
[12 T.-M. Rep. 426], where registration was permitted of the mark 
“Purola” for use in connection with a lard substitute, which mark 
was identical with opposer’s mark used on lubricating oils and 
greases. It is to be noted that the issue involved in said cited case 
was substantially, identical with the issue here involved. In his 


decision in the case at bar the Commissioner quoted from the decision 


in the Purola case as follows: 


It is deemed the commercial activities of the respective parties are so 
dissimilar as to the nature of the goods, the class of purchasers, and the uses 
for which the goods are intended that there is no probability of conflict 
or confusion in trade. The goods here under consideration clearly enough 
do not possess the same descriptive properties nor do they belong in the 
same class. 

We think said quoted language is applicable to the facts in the 
case at bar, and we find nothing in the record to warrant a reversal 
of the decision here on appeal. 


The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences sustaining an opposition 
and adjudging that the applicant, V. Casazza & Bro., is not entitled 
to the registration for which it has made application. 

In view of the importance to the decision of the facts involved, 
it will be helpful to set them forth even at some length. The opposer, 
James Martin & Co., Ltd., of Leith, Scotland, has long been engaged 
in manufacturing, selling, and exporting Scotch whiskey under the 
trade-mark “Royal George.” The evidence shows that as early as 
1914, for instance, the opposer shipped fifteen cases of its product 
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to a firm in New York, twenty cases to an individual in Texas, and 
in 1915 shipped fifty cases to a party in Portland, Maine. 

On January 16, 1920, the Prohibition Act, or the Eighteenth 
Amendment, which was passed a year earlier, became effective in 
the United States and thereupon the opposer, except for the trans- 
action with the applicant which will be discussed more fully here 
inafter, ceased exporting to this country and, it may be mentioned, 
has not resumed since the repeal of Prohibition. In 1921, however, 
the applicant, holding a permit from the government to sell whiskey 
to wholesale druggists, bought 5,000 cases of. “Royal George’ 
whiskey from the opposer. Of this amount some was sold during 
Prohibition under permit and some has been sold since repeal, until, 
at the time of the institution of the opposition, approximately 4,000 
cases had been sold, leaving about 1,000 cases in the possession of 
the applicant. 

At the time the sale took place, in 1921, the opposer addressed a 
letter to the applicant (applicant’s Exhibit C) stating, among other 
things: 















We (the opposer) will confine the sale of the “Royal George” Scotch 
Whiskey to your good firm... . 





No more correspondence was apparently exchanged between the 
parties until shortly before the repeal of Prohibition when they re- 
sumed communication apparently with the intention of continuing 
or reviving the earlier relationship. On September 1, 1932, for 
instance (opposer’s Exhibit 7-1), the opposer wrote and asked the 
applicant, among other things, if anything had ever been done to 


protect the “Royal George” label against copying, stating that: 











We (opposer) would like to protect ourselves as far as possible. (Italics 
ours.) 





And, again, on November 22, 1932 (opposer’s Exhibit 8-2), the 
opposer advised the applicant that if adequate protection could not 
be obtained covering the mark “Royal George,” “it might be neces- 
sary to withdraw it and use one of our other labels.” (Italics ours.) 
Subsequently, on January 10, 1933 (opposer’s Exhibit 8-5), the 
opposer again mentioned the importance to it of being “protected 
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in the U. S. A.” -During this period, while the opposer was stress- 
ing the importance of protecting its label and its name for its own 
use, the applicant countered with what, to my mind, are obviously 
evasive and misleading replies and, meanwhile, concealing the fact 
from the opposer, filed an application for and obtained a copyright 
of the label in its (the applicant’s) own name. Correspondence con- 
tinued and eventually the applicant, still without informing the 
opposer, and, to my mind, actively concealing the fact, surreptiti- 
ously filed, again in its own name, the instant application for regis- 
tration of the opposer’s trade-mark “Royal George.’”’ When the 
opposer eventually learned what the applicant had done, namely, 
that the latter had obtained a copyright on the label and had filed an 
application for registration of the trade-mark, the relation between 
the parties naturally ceased and this proceeding was forthwith in- 
stituted. 

The opposer, of course, sets up its prior ownership and use of 
the mark and the relationship that it entered into with the ap- 
plicant, whereby the latter sold the goods of the opposer. The ap- 
plicant, on the other hand, by way of defense, points out that the 
opposer has not used the mark in the United States since 1921 and 
was not using it at the time of instituting the opposition proceeding. 
Furthermore, that by selling to the applicant 5,000 cases of whiskey 
bearing the mark and thereafter ceasing to use it in the United 
States, the opposer had abandoned it and could not now object to its 
exclusive use and ownership in the applicant. 

Frankly, I am a little shocked by the tactics that the applicant 
has seen fit to employ in this case in endeavoring to obtain owner- 
ship of opposer’s mark. Even when it filed the application here 
involved, it submitted, as specimens, labels bearing the opposer’s 
name. In its correspondence with the opposer, the applicant took 
care to conceal what it was doing and, while communicating with the 


opposer in a most congenial manner regarding the resumption of 


their relationship, was surreptitiously trying to obtain ownership 


and registration of the opposer’s mark and label. It is true that 


the applicant’s evidence shows that since 1921 it has used the mark 
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“Royal George” on Scotch whiskey made by someone other than the 
opposer, but the record convinces me that the opposer was not 
aware of the fact, and, in my opinion, this act of the applicant merely 
adds to the offense rather than mitigates it. 

A manufacturer who by the passage of the National Prohibition 
Act was compelled to cease use of its mark in the United States can 
not properly be said to have abandoned its mark in this country. 
Abandonment is a matter of intention and a compulsory non-user 
cannot be defined as an intentional non-user. Another way of saying 
the same thing is that abandonment must be voluntary and not 
involuntary. It is accordingly concluded that, entirely apart from 
the relationship between the parties during Prohibition, the opposer 
had not lost its title to the mark by reason of its alleged non-use 
during that period but, on the contrary, was entitled to its sole and 
exclusive use upon the repeal of Prohibition provided, of course, 
that it could show it was so entitled at the time Prohibition went into 
effect. 

Apart from the foregoing considerations, the applicant in the 
case at bar had the right to use the name “Royal George” only by 
virtue of the fact that it was the exclusive sales agent of the opposer 
in the United States during the period in question. Even if the 
applicant’s name alone had been used upon the product during this 
time, which of course it had not, it would not have had the right 
upon the termination of the contract to continue to use the name. 
Stratton & Terstegge Co. v. Stiglitz Furnace Co., 258 Ky. 678; 81 
S. W. (2d) 1 (1935) and cases there cited. The license to use the 
mark together with the sale of the product cannot properly be held 
to constitute an abandonment. United States Ozone Co., et al. v. 
United States Ozone Company v. America, 62 F. (2d) 881 (C. C. A. 
7, 1932) [22 T.-M. Rep. 304]. 

The intent of the trade-mark laws is to prevent the goods of one 
manufacturer from being palmed off upon the public as the goods of 
another. Applying this well-established and clearly defined rule 
to the case at bar, it will be seen that the purchasing public is familiar 
with the goods of the opposer to which the use of the mark “Royal 
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George” had been confined. To take it away from the opposer now 
and permit the applicant to put out some other goods, perhaps in- 
ferior, under the same mark would be to encourage and countenance 
the very fraud that the trade-mark laws are mainly intended to 
prevent. 

In the case of William F. McCoy v. Califruit Wineries, Inc., 
26 U.S. P. Q. 24 [25 T.-M. Rep. 477], it was held that in order to 
succeed the opposer must be using the mark at the time of bringing 
the opposition proceeding. In the case at bar it is contended by the 
applicant that the opposer was not using the mark at the time the 
opposition proceeding was instituted and that it had not used it since 
1921, at which time the sale of the 5,000 cases of liquor took place. 
There are two answers to this. In the first place, the use of the 
mark by the applicant was, through principles of agency, the use 
of the mark by the opposer, the latter standing in the position of 
principal and the former in the position of agent; and so it can fairly 
be said that throughout the period in question the opposer was indeed 
using the mark and that it is the applicant who has in fact never used 
it in its own right. The second answer is that the opposer’s so-called 
non-use can be traced to the wrongful acts of the applicant for if the 
applicant had initially, following repeal of prohibition, made clear 
its intent to claim the mark for itself, the opposer would undoubtedly 
have established other connections and commenced its use in this 
country. Under these circumstances, the applicant cannot be per- 
mitted to set up its own wrong in its own defense. In my opinion, 
the right of the opposer to prevent registration is too clear to par- 
take of any doubt. 


The decision of the Examiner of Trade-Mark Interferences is 
affirmed. 


A pplication—Rehearing 


Spencer, F. A. C.: The appellant in the below-styled case has 


filed a petition for rehearing which having been duly and carefully 
considered is hereby denied. 


1 James Martin & Co., Ltd. v. V. Casazza & Bro., Opp’n No. 13,269, 27 
U. S. P. Q. 424, December 9, 1935. 
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The petition comprises in essence nothing more nor less than an 
assignment of errors and the applicant’s remedy is by way of appeal. 
Nothing is presented in the petition that would cause this tribunal to 
depart from its previous holding. 

The petition is denied. 


On FurtHer REQUEST FOR RECONSIDERATION 
Decided December 9, 1935 





Spencer, F. A.C.: The applicant in this case has filed a further 
request for reconsideration predicated specifically upon my holding 
in the case of Quaker State Oil Refining Co. v. Wolverine-Empire 
Refining Company, 21 U.S. P. Q. 348 [24 T.-M. Rep. 329]; 159 
M. D. 214. 

Applicant requests that the instant decision distinguish the case 
at bar from the Quaker State case, supra, and, although there ap- 
pears to be no sound reason why a tribunal should be called upon 
to distinguish a case at bar from any particular decision that may 
have preceded it, the applicant’s persistence here has persuaded 
me to give consideration to its request. 

In the Quaker State case, the opposer’s mark consisted of an oil 
drum completely covered with three contiguous bands of contrasting 
colors, namely, red, white, and green. None of these predominated 
with the result that a person viewing the drum merely gained the 
impression of seeing a vari-colored striped or banded drum having 
no dominant color whatsoever. The applicant’s drum in that case 
was, on the other hand, so colored as to give the appearance of a 
solid green cylinder having a contrasting circumferential band of 
white midway between its ends. 

In the instant case both baskets are of the same dominant or 
body color, namely, natural wood. The prior registrant has, how- 
ever, applied to the body of the article three spaced horizontal 
colored bands and a single vertical band, thereby adopting what it 
deems to be a fanciful pattern or design. The present applicant 
does not change the entire color scheme of the mark or goods as in 
the Quaker State case, supra, but, on the contrary, allows the domi- 
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nant body color, namely, natural wood, to remain the same and seeks 
to appropriate the three spaced, horizontal bands and the single 
vertical band of the prior registration, and in seeking to escape the 
scope of such prior registration merely changes the color of these 
isolated areas. Such tactics do not avoid confusion nor bring the 
instant case within the scope of the Quaker State decision. 

It is believed that the explanation set forth herein, coupled with 
the language of the Quaker State case, supra, and the language of the 
prior decision in this case serve to make clear the differences between 
the two cases. In the event applicant disagrees with this conclusion, 
the only further pertinent observation that need be made is that the 
distinction between the two cases is clear in my mind although it 
may be somewhat diffcult to put it down on paper. 

The petition is denied and the limit of appeal will run from the 
date of this decision.” 


Cancellation of Disclaimer 


Frazer, A. C.: The party Bersia applied for registration of a 
composite trade-mark, including the words “Alaska Twins,” for 
use on frozen confections. After the filing of a notice of opposition 
by The Popsicle Corporation of the United States, and at the sug- 
gestion of the Examiner of Trade-Mark Interferences, applicant 
filed a formal disclaimer of the word “Alaska” apart from the mark 
as shown in the drawing. Upon final hearing a decision was ren- 
dered sustaining the opposition and adjudging the applicant not 
entitled to the registration applied for. From that decision an 
appeal was taken to the Commissioner, which is still pending. 

By this petition applicant seeks the cancellation of the disclaimer 
above referred to. 

I am clearly of the opinion that the petition should be denied. 
While Patent Office procedure is of course less formal than that 
which prevails in the courts, we must nevertheless observe enough of 
the basic rules to insure some degree of regularity and order. To 


* Ex parte Dayton Veneer & Lumber Mills, Ser. No. 334,640, 27 U. S. 
P. Q. 420, November 11, December 9, 1935. 
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permit an appellant in an opposition proceeding to change the record 
upon which the decision appealed from is predicated would not 
only require a radical departure from the fundamental theory of 
appellate procedure, but would inevitably result in uncertainty and 
confusion. 

The disclaimer here involved was voluntarily made, and the 
mere fact that it failed to accomplish what applicant evidently hoped 
it would is not considered a sufficient reason to warrant its with- 
drawal at this late date. 

The petition is denied.* 


Color 


Spencer, F. A. C.: Both parties have appealed from a decision 
of the Examiner of Trade-Mark Interferences dismissing the oppo- 
sition by Julius Schmid, Inc., to the registration by Ralph G. A. 
Beck of a certain mark for use on nursing bottle nipples, and hold- 
ing further that the applicant is not entitled to the registration for 
which it has made application. 


The applicant seeks registration of a mark consisting of a pink 
band, preferably of rubber, placed around the collar of the nipple. 


Use is claimed since September 15, 1930. 

The opposition is based upon the alleged prior use by the opposer 
of the unregistered mark shown in U. S. Letters Patent No. 1,808,- 
148, issued June 2, 1931 to Julius Schmid. The patent drawing 
shows a band placed around the collar of a nipple and having the 
notation “Santro” thereon. No color is indicated on the drawing, 
and the patent specification states nothing in regard to the color of 
the band. The notice of opposition states that nipples manufactured 
and sold continuously in commerce among the several states by the 
opposer from a date long prior to September 15, 1930, have been 
constructed of an amber-toned rubber of semi-transparent consis- 
tency and the reinforcing rubber band within the nipple has been of 
a dark rubber, the trade-mark name of the opposer being visible from 
the outside through the amber color of the nipple. 


8 Popsicle Corporation of the U. S. v. Alfred Bersia, Opp’n No. 13,964, 
27 U. S. P. Q. 421, December 4, 1935. 
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In this case, neither party has taken testimony, and, in con- 
sequence, the allegations of the notice of opposition have not been 
proved. Pursuant to a motion filed by the applicant, the Examiner 
of Trade-Mark Interferences dismissed the opposition on the ground 
that the brief filed by the opposer in answer to an order to show 
cause why the notice of opposition should not be dismissed for 
failure to take testimony was not a proper substitute for competent 
evidence or proof of the allegation of use by the opposer of the mark 
relied upon in the notice of opposition. 

The opposer contends that the pertinent facts are not disputed 
and appear on the face of the Bill and Answer. As a general rule 
of procedure, all material facts admitted in the pleadings are to be 
taken as true for the purpose of the action in which they are in- 
volved. But this is not a case where the opposer has pleaded prior 
trade-mark registrations which speak for themselves, as in the 
following cases: American Automobile Association, Inc. v. Automo- 
bile Owners Association of America, 9 U.S. P. Q. 80 [21 T.-M. Rep. 
346]; 156 M. D. 635; Kresge Department Store Corporation v. 
H. P. Wasson and Company, 18 U. S. P. Q. 102 [23 T.-M. Rep. 
349; 159 M. D. 77. Nor is this a case where the applicant has filed 
a demurrer or failed to answer; the applicant has denied that the 
opposer would be damaged by the registration which the applicant 
seeks. While it is not required that the opposer show a technical 
trade-mark use, in order that the opposition may be sustained, it is 
necessary that the opposer establish by competent proof that he 
acquired a right to use the mark prior to the applicant’s adoption of 
the mark and that probable damage would result to the opposer if 
the applicant were allowed registration of the mark for which ap- 
plication has been made. Chicago Flexible Shaft Co. v. Fitzgerald 
Manufacturing Co., 21 U. S. P. Q. 493 [24 T.-M. Rep. 331]; 
McIlhenny Co. v. Trappey, 277 Fed. 615; 297 O. G. 800; 51 App. 
D. C. 216 [12 T.-M. Rep. 20]; The Touraine Co. v. F. B. Wash- 
burn & Co.; 286 Fed. 1020; 309 O. G. 676; 52 App. D. C. 356 
[13 T.-M. Rep. 121]. No such showing has been made and, ac- 


cordingly, the opposition was properly dismissed because of the 
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failure of the opposer to take testimony to prove the allegations of 
use and probable damage relied upon in the notice of opposition. 


We come now to the action of the Examiner in holding that the 
applicant is not entitled to the registration sought. In the case of 
Smith, Kline & French Laboratories v. Oliver v. Reis, 156 M. D. 
894; 13 U. S. P. Q. 420 [22 T.-M. Rep. 359], it was held that in 
opposition proceedings, the Patent Office tribunals may dispose of 
any question that might properly be considered ex parte. In the 
case of Weil-McLain Co. v. American Radiator Co., 421 O. G. 853: 
1932 C. D. 385; 6 U.S. P. Q. 89; 57 F. (2d) 353 [22 T.-M. Rep. 
219], the general proposition was stated that: 

It is common enough to permit registration of a mark on goods compris- 
ing a relatively narrow strip, ring, or band of a definite color, but as the 
band is widened it may reach such an extent as to become merely a coloring 
of substantially the whole of the goods under which condition it is not 
registrable as a trade-mark. 

Between these extremes lies a twilight zone where it may be difficult to 


determine when the ring or strip ceases to be such and becomes merely a 
coloring of a substantial portion of the article. 


Applicant’s pink band extends over practically the entire width 
of the collar of the nipple, and the collar constitutes a substantial 
portion of the nipple, under which condition the pink ring or band 
is not registrable as a trade-mark. The same distinction is found 
in the following decisions: Ex parte The B. F. Goodrich Co., 120 
M. D. 110 [6 T.-M. Rep. 597]; Goodyear Tire §& Rubber Co. v. 
Firestone Tire §& Rubber Co., 240 O. G. 641; 123 M. D. 63 [7 
T.-M. Rep. 400]. In the former, a red band on automobile tires 
was held to be a proper trade-mark; but, in the latter, the tread or 
side walls of an automobile tire being of a different color from the 
remainder, was held to be not a valid trade-mark. The red band, 
in the former case, was not a substantial portion of the tire, whereas 
the tread or side wall section of a tire constitutes a substantial 
portion thereof. 

Authority for denying registration in this case is also found in 
Luffkin Rule Company v. Master Rule Manufacturing Co., Inc., 399 
O. G. 4; 5 U.S. P. Q. 515 [20 T.-M. Rep. 330; 40 F. (2d) 991; 17 
C. C. P. A. 1227, where it was held that merely coloring red the 
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ends of rules does not constitute impressing color in the form of a 
figure or design within the meaning of the Supreme Court in 
A. Leschen & Sons Roepe Co. v. Broderick & Bascom Rope Co., 201 
U.S. 166. 


The decision of the Examiner of Trade-Mark Interferences, 
holding (1) that the opposition must be dismissed and (2) that the 
applicant is not entitled to the registration for which it has made 
application, is affirmed.* 


Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for dog and cat foods the words “Kennel King” in 
view of the prior adoption and use by the opposer of the marks 
‘“Ken-L-Ration” and “Ken-L-Biskit’”’ as trade-marks for the same 
goods, which marks were registered with the respective words, 
“ration” and “biskit’’ being disclaimed. 


The ground of the decision is that the goods are of the same 


descriptive properties and the marks are confusingly similar. 
With reference to the question of confusion, the Assistant Com- 
missioner said: 


The word “kennel,” or its phonetic equivalent “ken-l,” is the feature of 
each mark which the casual purchaser would be most likely to remember, 
and it may logically be presumed that the products of both parties would 
be characterized in the public mind as “Kennel” foods. In that situation 
it seems to me confusion would be inevitable. 


Then, after noting applicant’s argument that the word “kennel’’ 
correctly spelled is descriptive of dog food and the mark would be 
invalid except for the phonetic spelling, he said: 


To adopt applicant’s reasoning would be to hold in effect that opposer 
owns its marks when seen but not when spoken, for it is obviously impos- 
sible in ordinary conversation to distinguish between “ken-l” and “kennel.” 
However as far as concerns this discussion the question is purely academic, 
for it is fundamental that matters affecting the validity of an opposer’s 


* Julius Schmid, Inc. v. Ralph G. A. Beck, Opp’n No. 13,886, 27 U. S. 
P. Q. 122, December 6, 1935. 
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registered trade-mark are not subject to inquiry in an opposition proceed 
ing. Revere Sugar Refinery v. Salvato, 48 Fed. (2d) 400, and cases there 
cited. Moreover, it is difficult to comprehend the theory on which ap 
plicant claims the right to appropriate and register a word which its counse! 


so earnestly contend is common property and hence not subject to exclusive 
ownership.° 


Spencer, F. A. C.: Applicant appeals from a decision of the 
Examiner of Trade-Marks refusing to register under the 1920 Act 
as a trade-mark for tractors and parts thereof the notation. “Trac 
TracTor.” Registration is refused in view of the prior registration 
of the notation ““Tructractor” also for use on tractors (Reg. 166,312, 
granted March 27, 1923). 

Although it appears that the registered mark has been used on 
wheeled tractors, whereas the applicant uses its mark on track-laying 
tractors, it is nevertheless believed to be clear that the goods are 
of the same descriptive properties. Certainly a prospective pur- 
chaser could reasonably assume that both types of tractors emanated 
from a single source of manufacture and with equal certainty it is 


true that the goods are capable of a general definition, namely, 
tractors. 


Coming to the words themselves, they are identical except for 


the third letter in each. In the applicant’s notation the third letter 
is an “‘a’”’ whereas in the prior registration it is a “u.’”’ From the 
standpoint of similarity in both sound and appearance as well as in 
meaning, the words are substantially the same. It is true, as the 
applicant points out, that in its notation the tail portion of the cross 
bar on each letter ““T”’ is extended to overlie the letters next adjacent 
but, obviously, the petitioner has a poor case if such minute dif- 
ferences must be relied on in order to distinguish the two marks. 
How, for example, is a prospective purchaser to remember which 
mark has the extended “T’? The answer is that the purchaser 
cannot remember, nor should he be expected to. 

In conclusion it is held that the goods of the respective parties 
are of the same descriptive properties, that the marks involved are 


5 Chappel Bros., Inc. v. California Rendering Company, Ltd., Opp’n No. 
12,926, 159 M. D. 500, November 1, 1935. 
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confusingly similar, and that registration must accordingly be re- 
fused. 


The decision of the Examiner of Trade-Marks is affirmed.® 


Descriptive Terms 


Spencer, F. A. C.: This is an appeal from a decision of the 
Examiner of Trade-Marks sustaining one of a series of oppositions 
brought by the appellee, Holeproof Hosiery Company, against the 
registration by the appellant, Joseph S. Lerner, of notations com- 
prising eleven of the twelve months of the calendar year and the 
words “This Month.” The limit of appeal in the eleven remaining 
oppositions has been suspended pending the determination of the 
instant appeal. The particular application involved herein dis- 
closes the notation “January,” use of which is claimed as a trade- 
mark for hosiery. 

Inasmuch as the goods of both the opposer and of the applicant 
are the same namely, hosiery, the questions to be decided are, first, 
whether the opposer, Holeproof Hosiery Company, has the right 
to oppose and, second, whether the notation “January” is descrip- 
tive of hosiery. 

In response to the first issue, the record discloses that the opposer 
has used the notation “January” in advertising its product, although 
it has never used it as a trade-mark. The rule is clear that the use 
of a descriptive term in advertising gives a party the right to op- 
pose the registration of that term. Rit Products Corp. v. Park & 
Tilford, 5 U. S. P. Q. 268; Touraine Co. v. F. B. Washburn & Co., 
286 Fed. 1020; 309 O. G. 676; 52 App. D. C. 356; 1928 C. D. 174; 
Derby Oil Co. v. White Star Refining Co., 62 F. (2d) 984; 20 C. C. 
P. A. 816; 429 O. G. 75; 1933 C. D. 159, 16 U.S. P. Q. 297. 

The remaining question to be decided is whether or not the term 
“January” is descriptive of hosiery. Offhand it would indeed ap- 
pear that it is not, but upon closer examination and after a careful 
review of the evidence, including both the stipulation and the ex- 


®Ex parte International Harvester Company, Ser. No. 335,962, 27 
U. S. P. Q. 455, December 9, 1935. 





60 TWENTY-SIX TRADE-MARK REPORTER 


hibits, it is believed that the notation is, after all, descriptive of the 
quality or characteristics of hosiery. It is well known that hosiery 
is seasonal both as to color and weight, and it is clear from the 
evidence that manufacturers and retailers customarily put on ad- 
vertising campaigns and promotion schemes in which certain types 
or styles of hosiery are featured by months. Thus the opposer has 
conducted a so-called “Sock of the Month” campaign and its 
Exhibits 1 to 8, inclusive, are illustrative of the advertisements used 
in conjunction with this campaign. These displays disclose the 
June, July, August, September, October, November, and December 
“Sock of the Month,” and Exhibits 9 to 16, inclusive disclose a birth- 
day hosiery selling scheme in which the names of the months play a 
prominent part. Exhibits 17 to 25, inclusive, comprise advertising 
literature in which the hosiery for some certain month is featured. 
Thus, from the evidence, it appears that it has long been cus 
tomary on the part of the opposer to feature and to describe hosiery 
by reference to the particular month during which its use is intended. 
Also, manufacturers undoubtedly supply orders to the trade for 
January delivery or for January wear, or January weight, etc. As 
so used, the notation is deemed to be descriptive. 

In addition, a further observation must be made. As long as 
the notations are employed merely for purposes of convenience in 
identification, merely to distinguish one grade from another, they 
are not used to denote origin nor does such use amount to what the 
law recognizes as a trade-mark use. In short, the notations when 
so viewed comprises grade marks and nothing more. In support see 
Norwine Coffee Company v. Chase and Sanborn, 13 U.S. P. Q. 352, 
58 F. (2d) 430; 19 C. C. P. A. 1198; 422 O. G. 908; 1932 C. D. 
450 [22 T.-M. Rep. 253], in which the notation “Dining Car’’ as 
applied to coffee particularly suited for use in dining cars was held 
not to constitute a trade-mark. 

In my opinion the names of the months have so long been used in 
conjunction with the sale of hosiery that they have become descrip- 
tive and no one is entitled to appropriate them exclusively under 
the doctrine of Ex parte Pillsbury Flour Mills Company, 23 U. S. 





DECISIONS OF THE COMMISSIONER OF PATENTS 61 


P. Q. 168 [24 T.-M. Rep. 588]; 450 O. G. 3. Also it would seem 
that when used in the manner herein contemplated, they constitute 
grade marks and as such are not registrable under well established 
doctrines governing the registration of trade-marks. 


The decision of the Examiner of Trade-Marks is affirmed.’ 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for roofing nails, the notation 
‘Leak Proof’ on the ground that the mark is merely descriptive of 
the goods. 

In his decision, after noting the argument that the words in 
question do not describe the construction of the nail, its appearance, 
its design or any feature thereof, or the material from which the 
nail is made, the Assistant Commissioner said: 

The Examiner did not hold that the mark describes the nail per se, but 
that it is “descriptive of a nail when functioning as part of a roof.” While 
it would perhaps be more accurate to say that it is descriptive of the 
character or quality of a roofing nail when used for its intended purpose, 


descriptiveness of character or quality offends against the statute precisely 
as does descriptiveness of the article itself.* 


Geographical Terms 
Spencer, F. A. C.: The applicant in this case appeals from a 
decision of the Examiner of Trade-Marks refusing to register, under 
the Act of 1905, the term “Manchester” for use on linseed oil, tur- 
pentine, ready-mixed paints, and the like, registration being refused 
on the ground that the term is geographical. 
That the word is geographical is well established. It is the name 


of a parliamentary and country borough and city in Lancashire, Eng- 


land; a city in New Hampshire; a city in Virginia; a city in lowa; 


a town in Connecticut; a town in Vermont; a village in New York, 
and a village in Ohio. The applicant concedes this but argues that 

* Holeproof Hosiery Co. v. Joseph S. Lerner, Opp’n No. 13,623, 27 
U. S. P. Q. 457, December, 1935. 


8’ Ex parte American Steel and Wire Company of N. J., Ser. No. 341,752, 
159 M. D. 499, November 1, 1933. 
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it has other meanings more predominating that in no way relate to 
geography. Thus, contends the applicant, the word denotes trade 
and manufacture maintained on a large scale; also that it denotes 
the principles of free trade taught by the Manchester School of 
Political Economy and that, likewise, it describes both a certain 
bird and a certain breed of terrier dog. All of the meanings or 
definitions upon which the applicant relies in seeking to establish 
the fact that the word ‘““Manchester” is not geographical are remote 
and incidental. Certainly the primary meaning of the word “Man 
chester” is purely geographical and few, if any, members of the 
purchasing public would give it any other significance. 

The applicant in support of registration seeks to rely upon the 
decision of the Court of Customs and Patent Appeals in the case of 
In re Plymouth Motor Corp. [8 U. S. P. Q. 14] 46 F. (2d) 211; 
404 O. G. 269; 18 C. C. P. A. 838; 1931 C. D. 102 [21 T.-M. Rep. 
157], asserting that the term “Manchester” has acquired a secondary 
meaning which makes it registrable under the doctrine of the Ply- 
mouth case. This same contention was made by the applicant in the 
recent case of Ex parte Canada Dry Ginger Ale, Inc., 159 M. D. 
437; 26 U.S. P. Q. 244 [25 T.-M. Rep. 574], wherein this tribunal 
stated: 

“Consequently, the ‘Over Head’ door case, which is the latest 


pronouncement on the subject, holds that secondary meaning does 


not make registrable a word that is otherwise ‘merely’ descriptive 
or ‘merely’ geographical, and in doing so appears to overrule that 
portion of the Plymouth case that relates to the same question. . . . 


Returning to the question of the registrability of the applicant's 


marks, it is held that if a mark has a descriptive or geographical 
significance, as well as an identifying one resulting from secondary 
meaning, it remains merely or only descriptive or geographical and 
is not entitled to registration.” 

In conclusion, it is held, first, that the word ‘“Manchester’’ is 


predominantly and clearly geographical ; second, that any secondary 
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meaning is so insignificant as to be negligible; third, that under the 
decision of this tribunal in the Canada Dry case, supra, the mark, 
even if it has acquired a secondary meaning, must be refused regis- 
tration. 


The decision of the Examiner of Trade-Marks is affirmed.” 


Spencer, F. A. C.: That is an appeal from a decision of the 


Examiner of Trade-Mark Interferences dismissing an opposition 
proceeding brought by the appellant, Sears, Roebuck & Co., 
against the registration sought by the appellee, Malcolm B. Vilas 
(The Coast-2-Coast Oil Co., assignee, substituted). 

The opposer relies upon its prior use of a mark consisting of the 
words “Cross Country,” for automobile oil, in opposing the registra- 


tion by the applicant of the words “‘Coast-2-Coast,” also for use on 
motor oil. The goods of the parties being identical, the sole ques- 
tion here to be decided is whether the two marks are confusingly 
similar. 

In appearance and in sound the notations “Cross Country” and 
“Coast-2-Coast” are dissimilar. In meaning there is some remote 
similarity; however, comparing the points of difference with those 
of similarity, I am constrained to hold that the marks are not con- 
fusingly similar and that the applicant therefore is entitled to the 
registration which it seeks. In support see Fashion Park Associates, 
Inc. v. Nathan Lapidus (12 U.S. P. Q. 296), 418 O. G. 1100; 55 
Fed. (2d) 488; 1932 C. D. 217; 19 C. C. P. A. 903 [20 T.-M. Rep. 
546], and Yeasties Products, Inc. v. General Mills, Inc., 77 F. (2d) 
523; 460 O. G. 499; 25 U. S. P. Q. 398; C. C. P. A. 1215 [25 
T.-M. Rep. 396]. 

The decision of the Examiner of Trade-Mark Interferences is 
affirmed.” 


® Ex parte Davis Paint Company, Ser. No. 357,544, 27 U. S. P. Q. 455, 
December 9, 1935. 
10 Sears, Roebuck & Co. v. Malcolm B. Vilas (The Coast-2-Coast Oil 


Co., assignee substituted), Opp’n No. 12,881, 27 U. S. P. Q. 456, December 9, 
1935. 
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Goods of Same Descriptive Properties 


Spencer, F. A.C.: Held that applicant is not entitled to regis- 
ter the term “Federal” as a trade-mark for food slicing machines 
in view of the prior adoption and use of the mark by the opposer 
for various similar machines such as vegetable slicers, food chop- 
pers, etc. 

The ground of the decision is that the marks are the same and 
that the goods of the two parties are of the same descriptive prop- 
erties; and that the word “Federal” is the essential feature of the 
corporate name of the opposer. 

In his decision, after noting applicant’s argument that the goods 
of the two parties are not of the same descriptive properties since 
applicant’s device is a relatively heavy, large-sized machine, sold 
only to commercial establishments such as meat markets, and op- 
poser’s devices are small, lightweight appliances for domestic pur- 
poses, the First Assistant Commissioner said: 


Despite this argument it is clear that the goods are for the same purpose 
and are capable of a general definition, namely, food slicers, so that a dif- 
ference in size is not persuasive, Rice Manufacturing Co. v. Smith & 
Hemenway Co., Inc., 13 T.-M. Rep. 125; Malleable Iron Range Co. v. Knapp- 
Monarch Co., 21 T.-M. Rep. 275, 156 M. D. 598. 

Furthermore, the goods of both parties might well appear at the same 
time upon the same installation. It is accordingly thought that a person 
seeing the mark on a meat slicer would be led to believe that the slicer 
emanated from the same concern that produced a vegetable slicer bearing 
the same mark. 


With reference to the question of the corporate name, he re- 
ferred to the decision of the Supreme Court in American Steel 
Foundries v. Robertson, Commissioner of Patents, et al., 269 U. S. 
372, 1926 C. D. 289 [13 T.-M. Rep. 289], and said: 


After holding that the law of trade-marks is but a part of the broader 
law of unfair competition, the court said: 
“The general doctrine is that equity not only will enjoin the appropria- 
| tion and use of a trade-mark or trade-name where it is completely identical 
with the name of the corporation, but will enjoin such appropriation and use 
|| where the resemblance is so close as to be likely to produce confusion as to 
| | such identity, to the injury of the corporation to which the name belongs.” 

In the light of this language, it is believed that the Examiner of Trade- 
Mark Interferences was correct in sustaining the second ground of opposi- 
tion as well as the first. 


11 Federal Electric Company, Inc. v. Paul G. Peddicord, Opp’n No. 13,450, 
159 M. D. 504, November 16, 1935. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Labels 


Bartey, A. C.: Held that applicant is not entitled to register 
: label which, in the Examiner’s statement, is described as follows: 


The applicant’s label comprises the notation “May-A-Tone” in plain 
block type, following which is a statement of the ailments for which the 
medicament is to be used, together with directions for its use, and names of 
manufacturer and distributor. All are in conventional type and arrange- 
ment and inclosed within a black line border. 


The ground of refusal to register is that the label is lacking in 
artistic effect. 

In his decision, after referring to the decision of the Supreme 
Court in Higgins, et al. v. Keufel, et al., 140 U. S. 428, 1891 C. D. 
403, and T'rade-Mark Cases, 100 U. S. 82, 1879 C. D. 619, and 
referring to the decision in Scoville v. Toland, 6 Western Law 
Journal 84, the Assistant Commissioner said: 


In the present appeal, substantially the same question is raised and I 
am of the opinion that the principles exponded in Higgins et al. v. Keufel 
et al. are here controlling. 

That it has been the policy of the Patent Office to refuse registration of 
labels having the general character of that presented by appellant is shown 
by the following decisions cited by the Examiner. (Citing decisions.) 

It is not to be inferred from the foregoing that registration should be 
refused merely because a label bears only a composition of words displayed 
in conventional typography, but the composition must bear evidence of 
originality and intellectual effort. 


And then, after stating that if it is the term “May-A-Tone”’ that 
applicant seeks to monopolize as a trade-mark, the copyright law 
is not applicable, he said: 


It is my conclusion that the matter sought to be copyrighted as a label 
is neither an artistic nor an intellectual production such as would bring it 
within the provisions of Patent Office Rules 29 and 30 relating to the regis- 
tration of prints and labels and that there is no statutory authority for the 
copyrighting of such matter.!” 


Non-Conflicting Marks 


Spencer, F. A. C.: Held that applicant is entitled to register 
as a trade-mark for hair dyes, a mark consisting of a fanciful picture 
of a woman’s head with flowing hair, notwithstanding the prior adop- 


12 Ex parte Earnest Irish, Ser. No. 65,809, October 1, 1935 (159 M. D. 479). 
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tion and use by opposer of a mark for hair dyes which also includes a 
picture of a woman’s head with flowing hair. 

The ground of the decision is that the marks are not confusing]; 
similar since the only similar parts are descriptive of the goods. 

In his decision the First Assistant Commissioner said: 


It is well established that devices which are descriptive of the goods com- 
prise not only words but also pictorial illustrations, The Chamberlain Co. vy. 
The Drackett Chemical Co., 22 U. S. Pat. Q. 417; 24 T.-M. Rep. 466; 159 
M. D. 324. Any picture that is employed to illustrate the goods or the use 
thereof is ordinarily descriptive and not subject to exclusive appropriation. 
Thus the picture of a woman’s head with tinted flowing hair is, to my mind, 
descriptive of hair dyes and therefore if such a pictorial device is to com- 
prise a trade-mark, it must depend for its validity upon some added 
feature that has been introduced to render it arbitrary or fanciful. 


He then, after stating that the applicant, in its pictorial represen- 
tation, had parted the woman’s hair in the middle and colored the 
hair on one side of the part only, thereby achieving what might be 
termed a “before and after” effect, said: 

It is clear that no arbitrary or fanciful feature of the opposer’s mark has 
been adopted by the applicant. The women appearing in the two pictures 


are unlike in appearance and it is accordingly concluded that for the above 
reasons the opposition must be dismissed. 


He then stated that applicant’s predecessor had registered, as 


far back as 1902, the mark consisting of the picture of a woman’s 
head with flowing hair, the hair on one side of the part only being 
colored, and that the mark now sought to be registered differs from 
the prior mark only in that the woman’s head is tilted and her 
expression has been changed a little, and then said: 


It would seem that this change is clearly a permissible variation within 
the scope of the original mark and that the applicant would have been 
accurate, in its application for the registration for the modernized mark, in 
stating that the date of use of the mark was the date of adoption and use 
of the mark before it was modernized. 


18 Kenton Pharmacal Co., Inc. v. Monroe Chemical Co., Opp’n No. 13,567, 
159 M. D. 502, November 12, 1935. 
































































The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
| ‘ntitles them to the monthly Bulletin and information service. 
During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
vn their trade-mark problems. 

We furnish reliable information to members or counsel on 
iny question of trade-mark adoption, protection or use. We do 
| not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
ire carefully read to detect marks that infringe those of our 

iembers. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
it cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
iny market, and by whom. ‘These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
ire discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 
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